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2024 Survey Research on the Protection of Inventions in Light of Advancements in Al

Technology Questionnaire

Definitions Used in This Survey:

o "AI" refers to "highly complex information systems in general."

Concerning the protection of inventions created using Al, could you please answer the
following questions about the legal interpretation, application, and practice in your country or

region, along with reasons?

As an initial comment, we note that §103 of the U.S. Patent Law explicitly states, “Patentability
shall not be negated by the manner in which the invention was made.” Thus, unless the law is changed,
whether an invention is created using an Al tool or not is irrelevant to the invention’s patentability

determination.

Q1 : The Impact of Al on Prior Art
I-1: In determining novelty and inventive step, must prior art documents be created by natural

persons?

This question has not yet been addressed by the U.S. Courts or by Congress. However the U.S.
Patent and Trademark Office (USPTO) issued a request for comments in 2024 seeking stakeholder
input on Al-generated disclosures and patentability. Specifically, the USPTO sought comments “on
how the proliferation of Al could affect certain evaluations made by the Office, including what
qualifies as prior art, the assessment of the level of skill of a PHOSITA, and determinations of
patentability made in view of these evaluations.” 89 Fed. Reg. 34217 (Apr. 30, 2024). The period
for comments ended on October 16, 2024, but the USPTO has not yet published the comments or
provided further guidance. See 89 Fed. Reg. 76090 (Sept. 17, 2024).

Presently, there is no per se prohibition on whether a reference created by Al can be considered
prior art. However, as noted by the USPTO in its request for comments: Because a PHOSITA is “a
hypothetical person who is presumed to have known the relevant art at the relevant time,” the
proliferation of Al-generated disclosures may question the soundness of presuming that a PHOSITA
knew of relevant Al-generated art when the vast amount of Al-generated disclosures was never
reviewed by a human. Further, . . . there is a question whether Al-generated disclosures, especially
those with no human input, review, or validation, should qualify as prior art disclosures and
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potentially preclude human-created inventions from being patented.(89 Fed. Reg. 34217, 34218-19
(Apr. 30, 2024) (citing MPEP § 2141.03, subsection I)).

Moreover, as also noted by the USPTO: The presumption is that a public disclosure provides a
description that enables the public to make and use the disclosure. The presumption does not (at least
currently) distinguish between who or what made the disclosure, which prompts the question whether
Al-generated disclosures (that have not been prepared and reviewed by a human) should be afforded
the same rebuttable presumption that they are operable and enabled. 89 Fed. Reg. 34217, 34219 (Apr.
30, 2024).

Thus, at present, Al disclosures may be considered prior art, but there is ambiguity on the public

availability and enablement of such disclosures.

1-2:Are Al-generated outputs and other works treated differently as prior art documents?
- Are Al-generated outputs cited during examination? Are the eligibility requirements for citing Al-
generated outputs different from those for other outputs?
* Does the handling of Al-generated prior art vary depending on the degree of human involvement?
+ Al-generated outputs may include misinformation (e.g., hallucinations). Can such outputs still

qualify as prior art? If so, under what conditions?

Al-generated outputs are not currently treated differently, but such outputs must still meet the
requirements of enablement and public availability. Misinformation and ~ “hallucinations” present in
such Al disclosures raise particular issues with respect to whether such disclosures are enabling.
Please see our answer to Question 1, above. While we have not yet seen Al generated prior art cited
by the USPTO in a rejection, there are no per se rules prohibiting the USPTO from relying on these
references. As noted above, this issue has not yet been addressed by the U.S. Courts, Congress, or the
USPTO itself.

Q2 : The Impact of Al on the "Person Skilled in the Art"

2-1: Is the "person skilled in the art" assumed to be a natural person, excluding AI?

Yes. This is implied by “person” in “person skilled in the art.”

2-2: How has the ability of natural persons to use Al tools affected the current skill level of the "person

skilled in the art"? What future impacts are anticipated?

This question has not been addressed by the U.S. Congress or by the U.S. Courts.
The ability of natural persons to use Al tools may become one factor in the analysis. As discussed

in MPEP §2141, Section II.C., citing In re GPAC and KSR, “Factors that may be considered in
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determining the level of ordinary skill in the art may include: (1) “type of problems encountered in
the art;” (2) “prior art solutions to those problems;” (3)  “rapidity with which innovations are made;”
(4) “sophistication of the technology; and” (5) “educational level of active workers in the field.” In
re GPAC, 57 F.3d 1573, 1579, 35 USPQ2d 1116, 1121 (Fed. Cir. 1995). “A person of ordinary skill
in the art is also a person of ordinary creativity, not an automaton.” KSR, 550 U.S. at 421, 82 USPQ2d
at 1397. Office personnel may also take into account “the inferences and creative steps that a person
of ordinary skill in the art would employ.” Id. at 418, 82 USPQ2d at 1396.

The analysis thus could perhaps include whether a person in the field would likely use Al tools, for
example, under factors (2) to (4) above. It is conceivable that whether and in what way Al tools would
be relevant and useful for a particular technology could become an additional factor in the analysis

of the current level of skill.

2-3:How do examiners evaluate the skill level of the "person skilled in the art" when Al tools are

used?

As per Q3below, there is no obligation to disclose whether or not Al tools were used. Therefore,

examiners currently have no way to determine “when Al tools are used.”

* Has the use of Al by such persons led to changes in the examiners' assessment of novelty or

inventive step?

No. As discussed above, there is no way for examiners to know whether Al tools have been used.
Additionally, the manner of making the invention is irrelevant to the novelty and inventive
step/obviousness requirements. See §103: “Patentability shall not be negated by the manner in which

the invention was made.”

* Has this caused changes in responses from applicants or third parties?

It is not clear what “this” refers to — the use of Al or changes in Examiners’ assessment of novelty

or inventive step. But, we think no.

+ What challenges are anticipated as Al technology advances, and how should they be addressed?

We expect the Al tools to improve and technological advances to occur more rapidly, in much the
same way that the introduction of computers to analyze large amounts of data improved the tools of

invention and allowed technological advances to occur faster.

2-4: Does the patent office identify general-purpose Al tools used in specific technical fields?
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We do not have specific information on this point, but we think no.

- If identified, do examiners consider the knowledge and use of such tools by "persons skilled in the

art" in assessing patentability?

Again, as discussed in response to Q3 below, there is no disclosure requirement, and thus no way
for Examiners to consider the knowledge and use of such tools by “persons skilled in the art”.
Additionally, the manner of making the invention is irrelevant to the novelty and inventive
step/obviousness requirements. See §103: “Patentability shall not be negated by the manner in which

the invention was made.”

+ Can examiners access and use these Al tools?

To our knowledge, Examiners are not prevented from using Al tools.

« If not identified, should such tools be identified in the future?

No.

2-5: How does the availability of Al tools to the "person skilled in the art" affect the disclosure

requirements?

The availability of Al tools does not affect the disclosure requirements because there is no duty to

disclose the use of Al tools. See our response to Q3 below.

Specifically, do Al tools alter the "reasonable or undue experimentation" requirement?

The availability of Al tools likely will affect the evaluation of the Wands factors.

The Wands factors are used to assess whether any necessary experimentation required by the
specification is “reasonable” or is “undue.” As noted in MPEP §2164.01(a), the Wands factors
continue to provide a framework for assessing enablement in a utility application or patent, regardless
of technology area. These factors include, but are not limited to:

(A) The breadth of the claims;

(B) The nature of the invention;

(C) The state of the prior art;

(D) The level of one of ordinary skill;

(E) The level of predictability in the art;

(F) The amount of direction provided by the inventor;

(G) The existence of working examples; and
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(H) The quantity of experimentation needed to make or use the invention based on the content of the
disclosure.
We would expect that Al tools may bear on the analysis of factors (D)to (F) and (H). However,

there is no current case law on this issue.

If so, how does this vary across technical fields, and what are the determining factors?

As discussed immediately above, the Wands factors are applicable for all technologies.

Q3 : Disclosing the Use of Al
3-1: Is there an obligation to disclose the use of Al when it plays a critical role in patentability
determinations? Are there penalties for non-disclosure? For instance, if Al's use reveals that the

alleged inventor made no significant contribution, does this affect the recognition of inventorship?

No, there is no obligation to disclose the use of Al. See MPEP §2001. No, there are no penalties

for non-disclosure because there is no obligation.

3-2: Are patent applications currently required to clearly distinguish between predictive examples
(not based on actual experiments) and working examples? As the use of Al expands, might it lead to
more applications or experiment reports that claim results without actual experiments being

conducted?

The question is not clear as to the meaning of “clearly”. MPEP §608.01(p), Section II states that
prophetic examples are permitted in patent applications, describe the manner and process of making
an embodiment of the invention which has not actually been conducted, should not be represented as
work actually done, and accordingly, should not be described using the past tense. Thus, patent
applications are prohibited from describing predictive examples in the past tense when such examples
have not actually been performed. However, there is no specific requirement to, for example,
otherwise highlight that an example is predictive or working. In U.S. practice, prophetic examples
are typically written in the present tense. Some U.S. practitioners intentionally write all working
examples in the present tense so it is ambiguous which examples have actually been performed and

which have not. This is permitted under U.S. practice.

3-3: Regarding 3-1and 3-2, will advancements in Al technology create future challenges, and if so,

how should they be addressed?

Perhaps. However, the general view in the U.S. is that existing laws are sufficiently flexible to

adapt to new technologies.
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Q4 : Recognizing the Inventor’s Contribution When Using Al
4-1: When a natural person inputs general challenges (e.g., treatment for a known disease, engine
designs for better fuel efficiency) into Al, and the Al generates an output subsequently filed for a

patent, can the natural person still qualify as the inventor?

Under current U.S. law, only natural persons qualify as inventors. 35 U.S.C. § 100(f); Thaler v.
Vidal, 43 F.4th 1207 (Fed. Cir. 2022). To be an inventor, such a natural person must:

(1) contribute in some significant manner to the conception or reduction to practice of the invention,

(2) make a contribution to the claimed invention that is not insignificant in quality, when that
contribution is measured against the dimension of the full invention, and

(3) do more than merely explain to the real inventors well-known concepts and/or the current state
of the art. Pannu v. Iolab Corp., 155 F.3d 1344, 1351 (Fed. Cir. 1998).

While your specific question has not yet been addressed by the U.S. Courts, Congress, or the
USPTO, in our view, merely using an Al generated output in response to a prompt would make it
unlikely that the natural person inventor “made a contribution . . . that is not insignificant in quality.”
Id. Thus, in this specific scenario, it is unlikely that the natural person would be considered an

inventor.

4-2: If a natural person designs and trains an Al to solve a specific problem, does their contribution

alone qualify them as the inventor of the invention created using the AI?

Under this scenario, since the natural person would have contributed more than merely using an Al
response to a specific prompt, it is more likely that the natural person would be considered an inventor.
However, we caution that this specific question has not yet been addressed by the U.S. Courts,

Congress, or the USPTO.

4-3: Can mere ownership or management of the Al used in the creation process qualify a person as

the inventor?

Under this scenario, it is unlikely that the natural person Al owner/manager would be found to have
not insignificantly contributed to the invention. However, we caution that this specific question has

not yet been addressed by the U.S. Courts, Congress, or the USPTO.

There is no description for Q5, but this is not a mistake. QS is a question intended for countries

other than the US, so it has been omitted here. Please proceed with answering from Q6.
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Q6 : Inventorship in Selection Scenarios

(Premise)

A generative Al system is instructed with general guidance that could be conceived by any skilled
person at the time (e.g., a design for a pen that does not roll). The Al generates three pen designs, all
of which appear to be patentable. A natural person, "Person A," selects one of the three designs and
submits it as a patent application without making any modifications or conducting any experimental

verification.

(Question)

6-1: Does the act of "selecting" one of the designs by Person A constitute a contribution significant
enough to qualify them as an inventor? (As a premise of this question, if the Al that outputted the
three pen designs were considered to be "Person B" and the selector were "Person A," only Person B
would be considered the inventor, and Person A would not. This question seeks to understand whether
the criteria for recognizing inventorship change depending on whether the pen designs were generated

by Al or a natural person.)

Please see our answer above with respect to Question 4. It is unlikely that the act of merely selecting
one of three potential design options for an invention would be considered as making a “not
insignificant” contribution to the invention. However, this specific question has not yet been

considered by the U.S. Courts, Congress, or the USPTO.

Q7 : Public Knowledge of AI-Generated Outputs

(Premise)

A patent application is filed for a uniquely shaped egg carton that solves the well-known challenge
of creating a "cheap and lightweight egg carton." The shape of this egg carton is such that it would
not have been conceived by a human as of the application filing date. Under conventional examination
practices, this invention would qualify for a patent.

However, the following facts come to light:

1. Before the filing date, a publicly available large language model (LLM), similar to OpenAl's
ChatGPT, existed. When prompted after the filing date with "cheap and lightweight egg
carton," the LLM generated three specific carton designs, one of which matches the design in
the patent application.

2. The output of these three designs is consistent; the same prompt always generates these
specific three designs.

3. There is no evidence that anyone actually inputted this prompt into the LLM before the filing
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date. However, it can be proven that, at the time the LLM became publicly available, it could
generate the three specific designs in response to the same prompt. This proof is considered
reliable.

In other words, as of the time when the LLM became publicly available, the three specific egg
carton designs (including the one matching the patent application) could be generated and made
available to the public by solving the challenge of creating a "cheap and lightweight egg carton."

That said, there is no evidence that any person knew of the three specific designs before the patent

filing date.

(Question)

7-1: In this scenario, at what point should the three specific designs, including the one matching the
patent application, be considered public knowledge?

(A) At the time the LLM became publicly available.

(B) At the time someone actually inputted the prompt and the designs were generated and displayed.
(C) Other.

Please see our answer above with respect to Question 1. This specific scenario has not yet been
considered by the U.S. Courts, Congress, or the USPTO, and there remains much ambiguity on the
applicability, relevance, and use of Al-generated prior art. Since no designs were generated prior to
the prompt, we are of the opinion that only the prompt response could potentially be considered as
prior art.

We are frankly unsure of how, when, or even if the U.S. Patent system would consider the general
knowledge of the designs as prior art, e.g. as being “otherwise available to the public”’ under 35 U.S.C.
§ 102. This would likely be a highly fact-specific issue that would require testimony from those most
familiar with the LLM, e.g., design engineers, database engineers, etc. of the LLM’s training database.
If there is truly “no evidence that any person knew of the three specific designs before the patent
filing date”, we are doubtful that the LLM’s knowledge itself could be considered to be “publically
available” under § 102.

Thus, in our opinion, and given the uncertainty of the law, and other unknowns regarding this
hypothetical, we believe that the designs would only be considered “publically available” after the Al

system generated the designs in response to the prompt.

7-2: Regarding the inventive step, what do you think about the following argument?
"The egg carton design in this patent was not conceived by a human before the filing date but is
merely an output generated by a pre-existing publicly available LLM. Therefore, the invention lacks

an inventive step."
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Our analysis above with respect to 7-1 applies here as well. If there is truly “no evidence that any
person knew of the three specific designs before the patent filing date”, we are doubtful that the
LLM’s knowledge itself could be considered to be “publically available” under §§ 102/103.

Q8 : Latest Developments in Al-Invented Inventions in Your Region
Are there recent developments (since 2024) in your country or region regarding Al-invented

inventions, such as law amendments, guidelines, public consultations, or notable rulings?

Yes.

- USPTO Inventorship Guidance for Al-Assisted Inventions (Feb 13, 2024).

- National Institute of Standards supporting publications (Apr 29, 2024).

- AIPLA Comments to USPTO on Al-Assisted Inventions (May 10, 2024).

- USPTO Guidance on Patent Subject Matter Eligibility & Al (July 17, 2024).

- AIPLA Comments to USPTO on SME Guidance (Oct 16, 2024).

- Memo from USPTO Director Vidal re The Applicability of Existing Regulations as to Party and
Practitioner Misconduct Related to the Use of Artificial Intelligence (Feb 6,2024).

- The USPTO has produced an “USPTO Artificial Intelligence Patent Dataset”
identifying which of the 15.4 million US patent documents contain Al-assisted inventions
(Jan 8, 2025).

Q9 : International Trends Worth Monitoring
Are there notable trends in other countries regarding the protection of Al-created inventions that

should be monitored?

One may be the possibility of companies using more trade secret protection given the black box

nature of Al engines and the need to protect training datasets for Al engines/models.

Q10 : Revolutionary Al Technologies and Their Impact
Are there revolutionary Al technologies that may significantly alter the invention process? How might
they change invention creation, patent systems, or examination practices? For example, Google

DeepMind’s "AlphaFold 3" drastically improves the accuracy of protein structure prediction.

Some Possibilities:
* DeepMind’s Alpha Missense — related to genetic mutations/variations.
MatGen.
* Quantum computing — e.g., IBM Quantum Al (Google has similar program) — related to better

simulations.
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+ Weather prediction — using Al to predict extreme weather events.
* Space Exploration.

* BlackRock’s Aladdin Al — related to analyzing economic data.

* OpenAl product.

» Tesla program to use sensor data from Tesla’s fleet of cars.
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2024 Survey Research on the Protection of Inventions in Light of Advancements in Al

Technology Questionnaire

Definitions Used in This Survey:

o "AI" refers to "highly complex information systems in general."

Concerning the protection of inventions created using Al, could you please answer the
following questions about the legal interpretation, application, and practice in your country or

region, along with reasons?

Q1 : The Impact of Al on Prior Art
1-1: In determining novelty and inventive step, must prior art documents be created by natural

persons?

No. Art. 54(2) of the EPC states that the ‘state of the art’ (=prior art) comprises everything which
has been made available to the public by means of a written or oral description, by use, or in any other
way. The Guidelines for Examination at G-IV-1 (Section 1 of Chapter IV in Part G of the EPO
Guidelines for Examination) makes clear that this is an intentionally broad definition. Therefore, we
cannot see any requirement in law that prior art documents must be created by a natural person.

However, it is a requirement for a disclosure to form part of the state of the art according to Art.
54(1) EPC that the disclosure is enabling, i.e. that the information given is sufficient to enable the
skilled person, at the relevant date and taking into account the common general knowledge in the
field at that time, to practice the technical teaching which is the subject of the disclosure. While not
specific to Al-generated content, it seems more likely that Al-generated content would fall foul of
this provision. For example, a set of Al-generated chemical structures with no information as to how
these structures could be made, may not be novelty destroying for the structure if the skilled person

could not have produced the structure using their common general knowledge.

1-2: Are Al-generated outputs and other works treated differently as prior art documents?

There is no general practice, law or guideline in this regard at the EPO. Al-generated outputs may
be given less weight as regards inventive step than human-generated outputs. For example, in silico
predictions may be considered as less plausible of credible than in vivo or in vitro experimental results.

However this is very context specific.
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- Are Al-generated outputs cited during examination? Are the eligibility requirements for citing Al-

generated outputs different from those for other outputs?

Yes. Al generated outputs may be cited during examination. There is no different eligibility
requirement for Al-generated outputs as compared to other outputs. There is no requirement for Al-
generated outputs to be labelled as such in Europe at the time of writing, so it would be difficult to

quantify the extent to which such content is cited.

* Does the handling of Al-generated prior art vary depending on the degree of human involvement?

No.

+ Al-generated outputs may include misinformation (e.g., hallucinations). Can such outputs still

qualify as prior art? If so, under what conditions?

Yes. As explained in 1-1., a further requirement for subject-matter to have been ‘made available’ is
if the information given is sufficient to enable the skilled person to practice the technical teaching of
the subject of the disclosure. Therefore if the misinformation results in the subject-matter not being
enabled, it will not be considered an enabled prior art disclosure and cannot be used to attack a claim.

If the misinformation has no bearing on the enablement of the disclosure, it may qualify as prior art.

Q2 : The Impact of Al on the "Person Skilled in the Art"

2-1: Is the "person skilled in the art" assumed to be a natural person, excluding AI?

Yes, the skilled person is considered to be a natural person or team of natural persons. The
Guidelines for Examination at G-VII-3 (Section 3 of Chapter VII in Part G of the EPO Guidelines
for Examination) sets out that the skilled person is ‘a skilled practitioner in the relevant field of
technology who possesses an average knowledge and ability’. The question of whether this team can
be considered to have access to any particular Al tools has not yet been addressed at the time of

writing.

2-2: How has the ability of natural persons to use Al tools affected the current skill level of the "person

skilled in the art"? What future impacts are anticipated?

At present, the only identifiable impact is that Al as a tool is now available to the person skilled in
the art as a tool which they might use to try and reach an invention. The skill level of the skilled
person has not been affected, in that the test for inventive step at the EPO remains as it was: the
problem-solution approach set out in the Guidelines for Examination at G-VII-5 (Section 5 of Chapter
VII in Part G of the EPO Guidelines for Examination) .
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However, as Al tools become more generally used, we are seeing a shift towards Al based
inventions facing more inventive step objections as the skilled person is more likely to consider that
it is at least worth trying to apply Al to the problem at hand.

Al-generated prior art (where enabled) may be seen as less credible than human generated prior art
for the purposes of inventive step. That is to say, the skilled person may be less motivated to utilize
Al-generated teaching due to a lower expectation of success. This is likely to be very context
dependent, e.g. unpredictable arts are more likely to benefit from this.

This is likely to rapidly evolve over time as Al-generated predictions become more accurate and

more widely trusted by the skilled person.

2-3: How do examiners evaluate the skill level of the "person skilled in the art" when Al tools are

used?

This has not changed as a result of the availability of Al tools. The skilled person is assumed to
have access to all publicly available subject-matter (G-VII-3) which includes all publicly available
Al tools. However, the tools themselves are not usually very relevant to the assessment of the skill
level of the person skilled in the art. Rather, it is the publicly available output of these tools which the

person skilled in the art might use which is relevant.

* Has the use of Al by such persons led to changes in the examiners' assessment of novelty or
inventive step?

+ Has this caused changes in responses from applicants or third parties?

We are not aware of any change in examiner’s assessment of novelty or inventive step as a result
of the use of Al by the skilled person. The EPO view Al as one of many tools which would have been
available to the skilled person to modify or seek to improve the prior art. As mentioned above, for Al
inventions themselves, the bar for inventive step is increasingly rising as use of Al to address

problems in many areas of technology is becoming more widespread.

- What challenges are anticipated as Al technology advances, and how should they be addressed?

Due to the way in which inventive step is assessed at the EPO, the use of Al tools per se is unlikely
to become a significant challenge in relation to inventions that pertain to the outputs of Al-enabled
invention processes. It will continue to be one of many tools available to the person skilled in the art
to address a particular objective-technical problem.

Where the invention in question provides a non-obvious solution (e.g., one where the

distinguishing features and associated technical effect are not known in the art), we consider such a
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solution will still be considered inventive over the prior art.

2-4: Does the patent office identify general-purpose Al tools used in specific technical fields?

No. The only guidance issued by the EPO relates to the patentability of Al tools per se which can
be found in the Guidelines for Examination at G-II-3.3.1. Tools are only identified insofar as they are

relevant to a specific application.

- If identified, do examiners consider the knowledge and use of such tools by "persons skilled in the

art" in assessing patentability?

As discussed above, the EPO view Al as one of many tools which would have been available to the
skilled person. Examiner may therefore consider the use of such tools in assessing novelty and
inventive step. The EPO examines disclosures for novelty (in relation to whether the disclosure is an
enabling disclosure) and inventive step (in relation to whether the claimed invention would have been
obvious in view of the cited prior art) from the point from view of the skilled person and their common
general knowledge. The skilled person is a human, and their common general knowledge can include
the use of tools (including Al tools) that are available to them. There is case law on what constitutes
common general knowledge, although no case law specifically in relation to Al tools at the time of
writing. A single publication (e.g. a patent document, but also the content of a technical journal)
cannot normally be considered as common general knowledge (unless exceptional circumstances
apply). Therefore, we would expect that availability of an Al tool that is not widely known, and only
described in a single, relatively obscure publication, would not be considered part of the common
general knowledge under current standards, and hence the skilled person would not be expected to

use it unless there are pointers to that specific tool.

+ Can examiners access and use these Al tools?

We are not aware of anything which would preclude examiners from accessing and using these
tools. However in our view it would be unusual for an examiner to do so. EPO examiners typically
only base their rejections on publications, they do not de novo generate content to formulate a

rejection (and the legal basis for doing so would be weak).

* If not identified, should such tools be identified in the future?

Not applicable.

2-5: How does the availability of Al tools to the "person skilled in the art" affect the disclosure
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requirements? Specifically, do Al tools alter the "reasonable or undue experimentation" requirement?

If so, how does this vary across technical fields, and what are the determining factors?

Al tools are available to the skilled person as any other tools — although as explained above in order
for them to be usable in an argument that implementing the invention does not require undue
experimentation, they would have to be either identified in the application or considered to be part of
the common general knowledge of the skilled person. This would be assessed on a case-by-case basis.

Where Al tools are either disclosed in the application or can be considered part of the common
general knowledge, their use in implementing the invention may be considered to credibly reduce the
burden to implement the invention to a point that not undue burden applies. Depending on the
circumstances, Al-generated disclosures may be accorded lower credibility than human-generated
disclosures. In this sense, we expect there to be a higher burden to demonstrate a reasonable
expectation of success when the argument of sufficiency of disclosure relies on Al-generated content.
However, this will be very fact-specific.

For example, where AlphaFold is used to predict a protein’s structure, and especially in
circumstances where predictions of the tool have been demonstrated to be highly accurate, this would
likely be given more credible weight than less well-known techniques. As a consequence, where
fulfilling disclosure requirements requires obtaining a reasonably accurate 3D structure of a protein
or complex, and it can be shown that this can be done using e.g. AlphaFold, this may be considered
to not represent undue burden — whereas previously this may have required obtaining a crystal

structure, which may have been considered to represent undue burden.

Q3 : Disclosing the Use of Al
3-1: Is there an obligation to disclose the use of Al when it plays a critical role in patentability

determinations?

No. There is no provision under the EPC providing such an obligation.

Are there penalties for non-disclosure? For instance, if Al's use reveals that the alleged inventor made

no significant contribution, does this affect the recognition of inventorship?

No. The EPC does not investigate the legitimacy of the declaration of inventorship (Rule 19(2)
EPC, J0008/20). There is also no ability to attack a European patent or application under the provision
of the EPC on the basis that the inventor made no significant contribution. There are national penalties

(lack of entitlement is a ground of revocation at the UPC and UK Courts).

3-2: Are patent applications currently required to clearly distinguish between predictive examples
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(not based on actual experiments) and working examples? As the use of Al expands, might it lead to
more applications or experiment reports that claim results without actual experiments being

conducted?

There is not a requirement under the EPC to clearly distinguish between predictive examples and
working examples in a patent application. However, there is a general principle which must be
followed by European Patent Attorneys that they are ‘reliable advisers’ (OJ EPO 2024, A35). This
would preclude, in our view, an attorney submitting an application in which predictive examples are
knowingly labelled as working examples.

It is established practice to label examples as either predictive or working examples for the
purposes of sufficiency. The Institute of Professional Representatives before the European Patent
Office (EPI) has issued guidelines on the use of generative Al in the work of patent attorneys in
November 2024 (https://information.patentepi.org/issue-4-2024/epi-guidelines-use-of-generative-
ai.html).These confirm that “members are not required to state, in communications with the European
Patent Office and Unified Patent Court, that generative Al has been used in the production of work,
unless they are obliged to do so by any binding statute, rule, order or client instruction. Any statement

given in relation to the use of generative Al should be accurate, fair and dignified”.

3-3: Regarding 3-1 and 3-2, will advancements in Al technology create future challenges, and if so,
how should they be addressed?

There is likely to be an issue where the applicant is unable to name a natural person as the inventor.
That is, where the use of the Al means that no inventive contribution by a natural person can be
identified. Whilst Rule 19(2) requires the EPO to not verify the accuracy of the designation of the
inventor, J0008/20 makes it a formal deficiency in an application if a natural person is not named.
Listing an Al technology on the designation of inventor therefore does not meet the formal
requirements of Article 81 EPC and Rule 19(1) EPC.

There is likely a class of inventions then, where a patent may be obtained (by listing the user of the
Al technology) but where the patent is invalid for lack of entitlement. This is in contrast, for example,
to the situation at the USPTO, where inventors are required to make declarations pre-grant that they
are the inventor of the claimed subject-matter.

This could not be addressed without a change of law both at the EPO (allowing Al technology to
be listed in the designation of inventors) and at the national courts (recognizing Al technology as
inventors), which in our opinion is highly unlikely. A body of case law may develop around the extent
of contribution required by a human user of Al to qualify as an inventor. As discussed below, this

would likely be addressed in line with existing case law on inventorship in the national courts / the
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UPC.

There is also a risk that advancements in Al technology causes an increase in submissions to the
EPO which are not of the quality expected from a professional representative and/or which occur in
volumes that cannot practically be produced by professional representatives. For example, there is a
risk that third party observations could be prepared and submitted “en masse” by Al technology, to
undermine the functioning of the patent system and/or the EPO, or specifically burden an applicant.

The EPI guidelines mentioned above, in a similar manner to the Guidance on Use of Artificial
Intelligence-Based Tools in Practice Before the United States Patent and Trademark Office
(https://www.federalregister.gov/documents/2024/04/11/2024-07629/guidance-on-use-of-artificial-
intelligence-based-tools-in-practice-before-the-united-states-patent), specify that professional
representatives “must check any work product produced using generative Al for errors and omissions.
The checking process must ensure that the work product is at least of the same standard as if it had
been produced by a competent human practitioner.” This prevents the bulk submission of
automatically generated content by professional representatives.

There is no such safeguard for submissions that can be made by anyone, including e.g. third party
observations. Safeguards could include the use of tools that detect Al generated content, and the use

of tools that prevent submissions without human intervention.

Q4 : Recognizing the Inventor’s Contribution When Using Al
4-1: When a natural person inputs general challenges (e.g., treatment for a known disease, engine
designs for better fuel efficiency) into Al, and the Al generates an output subsequently filed for a

patent, can the natural person still qualify as the inventor?

This is not a decided issue at the EPO. It is also not an issue which can be decided under the EPC.
As discussed above, the EPC explicitly requires the EPO to not investigate the accuracy of the
designation of the inventor.

At the UK Courts, this is also not a decided issue. However, there is case law on inventorship and
what rises to the level of an inventive contribution. This is decided on a case-by-case basis.

Broadly speaking, we expect that where a natural person inputs only general challenges into an Al
to produce an output in which the Al functions in the way that it was designed to function, they would

not be considered an inventor. This is discussed in more detail below.

4-2: If a natural person designs and trains an Al to solve a specific problem, does their contribution

alone qualify them as the inventor of the invention created using the AI?

Again, this is not an issue which can be decided under the EPC. We are not aware that it has been
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decided nationally. However, nationally, we expect this to be the case (i.e., where the inventor

provides a significant contribution).

4-3: Can mere ownership or management of the Al used in the creation process qualify a person as

the inventor?

Again, this is not an issue which can be decided under the EPC. The UK Supreme Court has decided
on this issue (89. [2023] UKSC 49) and found that ownership or management of an Al does not
qualify a person as the inventor. That is, the doctrine of accession does not apply to an invention

generated by Al

QS5 : Guidance from the USPTO on Al-Assisted Inventions
Refer to the February 13, 2024 guidance issued by the USPTO: "Guidance on Inventorship for Al-
Assisted Inventions." How would the inventorship scenarios described in the following examples

apply to your country or region? Please provide reasons for your responses.

As discussed above, the EPO does not determine the accuracy of a designation of inventorship.
Therefore these scenarios would not be applicable at the EPO.

As to how the scenarios might be applied to the UK by the UK Courts, the UK has an established
mechanism for determining inventorship. This was set out in [2007] UKHL 43 and is referred to as
Yeda. In short, an inventor is a (natural) person who contributed to the inventive concept of the claims.
The UK IPO has not issued any specific guidance in relation to inventorship of Al-assisted inventions,
and neither has the established approach been discussed in the courts specifically in relation to Al-
assisted inventions at the time of writing. The established approach is therefore expected to be

applicable to such cases. Based on this, we would expect the following:

Case 1: Remote-Control Car Transaxle

[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-mechanical.pdf]

5-1: Scenario 1 — Ruth and Morgan are not recognized as inventors.
Agreed

5-2: Scenario 2 — Morgan is not recognized as an inventor.
Agreed

5-3: Scenario 3 — Ruth and Morgan are recognized as inventors.
Agreed

5-4: Scenario 4 — Ruth and Morgan are recognized as inventors.

Agreed
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5-5:Scenario 5 — Maverick is not recognized as an inventor.
Agreed
Case 2: Cancer Treatment Drugs

[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-chemical.pdf]

5-6: Scenario 1 — Marisa and Naz are recognized as inventors; Raghu and Lauren are not.
Agreed
5-7: Scenario 2 — Marisa and Raghu are recognized as inventors; Lauren is not.

Agreed

Q6 : Inventorship in Selection Scenarios

(Premise)

A generative Al system is instructed with general guidance that could be conceived by any skilled
person at the time (e.g., a design for a pen that does not roll). The Al generates three pen designs, all
of which appear to be patentable. A natural person, "Person A," selects one of the three designs and
submits it as a patent application without making any modifications or conducting any experimental

verification.

(Question)

6-1: Does the act of "selecting" one of the designs by Person A constitute a contribution significant
enough to qualify them as an inventor?

(As a premise of this question, if the Al that outputted the three pen designs were considered to be
"Person B" and the selector were "Person A," only Person B would be considered the inventor, and
Person A would not. This question seeks to understand whether the criteria for recognizing

inventorship change depending on whether the pen designs were generated by Al or a natural person.)

Under the UK test for inventorship, we would not expect Person A or the Al to be considered the
inventor in this scenario. The provision of general guidance to a generative Al system is unlikely (in
our view, as this is an undecided issue) to confer inventorship.

The selection of one of the three designs would also be unlikely to confer inventorship as the mere

selection makes no contribution to the inventive concept embodied in the pen itself.

Q7 : Public Knowledge of AI-Generated Outputs

(Premise)

A patent application is filed for a uniquely shaped egg carton that solves the well-known challenge
of creating a "cheap and lightweight egg carton." The shape of this egg carton is such that it would
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not have been conceived by a human as of the application filing date. Under conventional examination
practices, this invention would qualify for a patent.
However, the following facts come to light:

4. Before the filing date, a publicly available large language model (LLM), similar to OpenAl's
ChatGPT, existed. When prompted after the filing date with "cheap and lightweight egg
carton," the LLM generated three specific carton designs, one of which matches the design in
the patent application.

5. The output of these three designs is consistent; the same prompt always generates these
specific three designs.

6. There is no evidence that anyone actually inputted this prompt into the LLM before the filing
date. However, it can be proven that, at the time the LLM became publicly available, it could
generate the three specific designs in response to the same prompt. This proof is considered
reliable.

In other words, as of the time when the LLM became publicly available, the three specific egg carton
designs (including the one matching the patent application) could be generated and made available to
the public by solving the challenge of creating a "cheap and lightweight egg carton."”

That said, there is no evidence that any person knew of the three specific designs before the patent

filing date.

(Question)

7-1: In this scenario, at what point should the three specific designs, including the one matching the
patent application, be considered public knowledge?

(A) At the time the LLM became publicly available.

(B) At the time someone actually inputted the prompt and the designs were generated and displayed.
(C) Other.

(B) on the condition that the designs were generated and displayed in a manner which made them
available to the public. So either the person entering the prompt must be a member of the public (i.e.,
under no obligation of confidentiality) or the LLM must publicly publish the generated results.

It is not (A) because the step of providing the prompt to the LLM is not known at the time of filing.
There is not a complete set of instructions, then, to arrive at the uniquely shaped egg carton which
could have been followed by a person skilled in the art and so inevitably arrive at the claimed

invention (Guidelines for Examination G-VI-5).

7-2: Regarding the inventive step, what do you think about the following argument?

"The egg carton design in this patent was not conceived by a human before the filing date but is

-147-




merely an output generated by a pre-existing publicly available LLM. Therefore, the invention lacks

an inventive step."

The argument is not overly strong. A key part of the EPO’s problem-solution approach (discussed
above) relates to the motivation of the skilled person to modify or utilize the prior art in an attempt
to reach the claimed invention. Absent any further teaching to consider the LLM particularly suitable
to generate egg carton designs, we do not see there being a strong motivation for the skilled person
to consider this prompt over any other prompt. The LLM can be used to generate millions of outputs
and the skilled person has no reason or motivation to use it to generate the egg carton.

As an analogous situation, this argument is akin to saying that the mere existence of a library of
chemicals containing millions of compounds, and of a screening test to identify the effect of
compounds on inhibition of a disease relevant receptor, makes the identification of a single compound
in the library as having the disease relevant effect obvious. This is not the case.

However, as described above, inventorship is likely to be problematic in European courts if the egg
carton design was fully generated by the LLM based on a generic prompt of providing a design that

solves a well-known problem.

Q8 : Latest Developments in Al-Invented Inventions in Your Region
Are there recent developments (since 2024) in your country or region regarding Al-invented

inventions, such as law amendments, guidelines, public consultations, or notable rulings?

T 1669/21 — This Technical Board of Appeal decision discusses the requirements of enablement
foran Alinvention. The invention concerned determining the condition of a lining in a metallurgical
vessel using a machine-learning model. The Board found that simply mentioning the use of machine-
learning was insufficient. A patent application must provide a comprehensive discussion of the model
(e.g., topology, modelling of nodes, training etc.). A disclosure of the training data quantity and
quality is necessary (although the actual data itself is not necessary).

The EPO Guidelines for Examination have been updated in 2024 (Part G, Chapter II, section 3.3.1)
to specify that if the technical effect that a machine learning algorithm achieves is dependent on
particular characteristics of the training dataset used, those characteristics that are required to
reproduce the technical effect must be disclosed unless the skilled person can determine them without
undue burden using common general knowledge. However, in general, there is no need to disclose
the specific training dataset itself.

Comptroller v Emotional Perception Al Limited [2024] EWCA Civ 825 — This Court of Appeal
decision discusses the patentability of Al-related inventions. The Court found that neural networks

are considered programs for computers. As such, these inventions must be examined under the UK
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framework for excluded subject-matter (Aerotel v Telco Holdings Ltd [2006] EWCA Civ 1371).

Q9 : International Trends Worth Monitoring
Are there notable trends in other countries regarding the protection of Al-created inventions that

should be monitored?

The decision referred to above (Comptroller v Emotional Perception Al Limited [2024] EWCA
Civ 825) has been referred to the Supreme Court of the United Kingdom. A decision is expected in
late 2025. This will be the first time that the patentability of software per se, and also an Al-
invention, has been considered by the Supreme Court.

While not directly IP related, the EU Al Act (Regulation (EU) 2024/1689 laying down harmonized
rules on artificial intelligence — due to gradually take into effect over the next ~2 years) imposes
regulatory requirements (including transparency obligations) on at least some types of Al tools, which

are likely to impact IP strategy for Al technologies around the world.

Q10 : Revolutionary Al Technologies and Their Impact

Are there revolutionary Al technologies that may significantly alter the invention process? How might
they change invention creation, patent systems, or examination practices?

For example, Google DeepMind’s "AlphaFold 3" drastically improves the accuracy of protein

structure prediction.

This is discussed above with the specific example of the AlphaFold family of models. Any tool that
replaces previously cumbersome experimentation with accurate and fast predictions may impact the
situation for sufficiency of disclosure. This is highly field specific. We expect developments in Al
with reasoning capability (e.g. Google’s Gemini 2.0 Flash Thinking Mode and others) to significantly

accelerate the invention process in many fields.
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IR I T R SR OHIPH A LT 2 72O DEATEIR & L CIIEH TE £ A,

— 7T, FAIEIRDYVER WTREME (enablement) (T Z B X WG, JelTHd & LT
RO LD AR H D £,

Q2 : Al OFIHMN MYZEE | ([T5 2585 (2o T
2-1: AT Y ZEF CTlE7e <, BEZITBRADFHIETH 50,

TV, MEFT, BARAELEARADOT—LTHLEEZEZ BN TWET, EPO (BRI
YFFIT) OF/AEHNA KT 4 > G-VII-3 (EPO Guidelines for Examination, Part G, Chapter VII,
Section 3) TIE, HEHIL BHEEN OB LIZEBHE TH Y . VR INGE & 6
AT LE] LERINLTVWET, L, YEEDRED AlY —/WIT 7 EATES
ERRINDNE I DIZONTIE, KA FIA AN RTIEETEm SN TOVEY
Ao
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2-20 HRAN AL V=V Z2RHATEL LI >TWVD Z LT, BE, HEEOBINKYE
(CEDX D REENH DD, Tl A%, EQOXOIREENHD LEZ DN,

BIRF R CRE CE 2T, AL EERIT L o TEPNICEIET 27200V — /L& LT
FIRFRBIZ AR o722 L DA TT, BEFOHBLNVVARKIITHELZ X TWEEA, U
$ 9 HUNEPO (BRINKFFFIT) OWEARMEOHIBH L EIINERIEY TH Y . EPOFET A N7
4 > G-VII-5 (EPO Guidelines for Examination, Part G, Chapter VII, Section 5) |ZHE 47z

R - fifk7 7' 1 —F (problem-solution approach) | 23 H ST\ E T,

LovL, ALY — v O—i% 78 R sETelz ov, Al & W3NS X0 £ < D
TEAEER B DA A S E T, TiUL, BEED Al RO FEEE LTHR
HHZEHLDYMROZ L EEZEXD LIRS TETWNDLIEHTT,

Fo. ERERTREZR AL £ DS THAN (enabled Al-generated prior art) 13, ARI2MERK L
T FATHAIRIC AT, RO B W TEEENMEWE RS 22 03d 0 £ 7,
DFEV | HEFIT AL PER LI-HEIRAFEE (teaching) ZIEH T 28EAFFHIZ< W (5L
IO FEEMENMRNE B 2 D) AlREMERH D £,

DFBITHANT I L > TRV | KIS TRIDE UDWEF 28 (unpredictable arts) T
@\M@%@ﬂﬁ%k%&éhé@ﬁﬁ%<&bifo

22U, ALDBVAERT 2 PRIOERM EL, BEZFICLLEEAEEDIZHONT, 2

N5 OFHE R T 2RI LT D E B B E T,

2-3: BAEEITALY — NV ZMEHTDYEZTOHMAKEZEDO L HICT L TRHMI L TW 50,

ALY — VO FREEIZ X » T, 2 OFMIlARET LD > TWEH A, EPO OFFEE T A
K< A > G-VII-3 (EPO Guidelines for Examination, Part G, Chapter VII, Section 3) Tl&, ¥
HEET [T _TORMOEANT (publicly available subject-matter) | (27 7 A TE 5L DL
FOESNTWET, ZHUTiE, AZFHRER ALY — v b EENET,

722U, ALY —/VEKITEE . YEEOER LV ORI EERE S LEYA, HE
72DX, BEFDFIHATEEZ: ALY — D TH55E (publicly available output) | ToH D |
MEENTNEZIEHT D REEMENH D008 5 DB ESMEO BB L £7,

CMEENAI AR T L L1072 & T, BEEIC L DHHEMSCHESIED IR &
@ié&%mﬁiufwém
ZXDHREAN, B EFOXINIZELIZSH DD,

é%%’iémwﬁmﬂ PR CHESMEDO B E I L2 726 Lz &V 5 4
TR STV ER A, EPOIX AL 2, YEEDATEINAEE LY B ER ALY T
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HTOICHHATEL DY —LDHI>HLEO—2 LR TWET, 72720, AIBSEDHE
BNZBI LTl ESMEOBEHEP R 2 IZH L < o TW A H D £, ZiuE, AIR
BMTREE ORI S D Z &N < DEIRZE T—RAIZ 72> TE oz, THIZ Al
A L7720 ) TIEESMENRRO LIS Ko TWNH T EZEHRLET,

RIS AL AR OESIZ D BTRCHIWNICRE L CGREIZAE L 50, AL D ELEL, F
D E DRI NE LB DD

EPO (ZH1F 2 ESMEDRE LA BB T 2 &0 ALY — VO AED, Al Z3EH Lz
¥ATmt 207 T Ny MCEAT L EERBE L RO REEITRNEEZ bNE T, Al
FOIEHEE ., HERDFE O EBIRIEINRE (objective-technical problem) % k3 % 72
DIZFIHTE DS DY —LD—2L LTHRbLNLLTL L I,

LarL, BWANIEEARMRR 2424t 2356 (B« SB1TEIR IS8 D TORWERES
ZAUTHE D HANPI IR A2 BT 5356) . TORINIMKAR L L TEREEZ AT 5 LD LN
HEZEXDBIET,

2-4: BEFFIT VIR E OB THRIAH S LD — 72 ALY — /L EFEE L TWD DD,

W R, EPOBFITL TWD A X AL, ALY — /)L Z Db D DOFFFFHEIEIZE T 5
LODOHRTHY . ZIULEPOFENTA N7 A~ G-11-3.3.1 (EPO Guidelines for
Examination, Part G, Chapter II, Section 3.3.1) (ZFRE#ESILTWET, ALY — /L DBFFESILD
DL, ENDEEDTEOICHIZEET LG58 ICR b ET,

HFELTWDETDHE, BFEOHMEOLEENEINLEZHMOFEH L TWNDLEWVWD Z
L BEREITETEEOHIBICEE LTV DD,

AR D &Y . EPO 1T Al Z 4 EE MR AIRERY — LD —DE AR L TWET, 0
72, BEBEITHHMECESMEZ NI 282, 260y — VO ZEET 5 AleetE
0 E9, BPO X, FHIMEIZOWTIIB RN EM ATRETH 575> (enabling disclosure) |
BB DWW TR SN A ATHEINICE DWW TR SN BN AR TH 5008 9
. BEFEOMREZDOHE O/ F i, (common general knowledge) % E 2 T
BHELET, YEHIIAMTHY, TO—KAZRMERICIE, YEEDFIHAMRER Y —/b (Al
V=N EkETe) OFEHLEENDARRENS Y 7, 72720, ALY —/MCBET 5 BIRRY
RHNT, BRI E L EE A, F72, M TR & RSN 7Iico0n
TIXHBIDAFE L £ 928, B—DmR (B B SCiRCEINFR SCONE) 3 — A 72 A
ke RSN Z LTEFE D FEAL (BISARIRRAERS ), Lo T, JR<H LI
TWRWATY =L ThHY, B—DHBH~A =72 TLNE kS THaeny;
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By TIUTBHEDIEETIE TR o —f LT shd, Y¥EERZOY —L
AT EMBESND I L EFRNEEXONE T, EL, HEBAEDRED ALY —/V
2RI 2 KRR T o0 570 THa#t (pointers) | 73&% %613, BISAICEE SN D
ATREMED N D 7,

CRAEIIME ALY — L AR TE ADD,

FEEENINOLDOY =T 78A L, T2 2 L2217 5 & 5 eI TR/ E
LW ERRR L TWES, LL, EEEVNERICAIY — L Z2EHT5Z2 8 13mToH D
EEZEZBNET,

EPO OFAFITIEY . fEHEHEME 2 AR I SCHk (W) IS WTCHIlr L, #i7ic
LTV EAR L CHEMBEBEZBRT 52 L1db D A, Z0O X ) R HIEICITENR
WRZ LTz, ALY — /L ATEH L CREE DM B ICHEINRNE AR T 5 2 &%, @
WOFBEFHRXIITHES LRV EBZONET,

EFFITOY ALY — V2R E L TRV S FERIICIIRE T ~N&E LB DD

PSRN

2-5: MBEFEN ALY — NV EFIHARER GG, SEHEMICED X DITHE L TWDH D),
2 TEPREYE 721308 DO FEER ) OB ALIC L > TELT 5h, FRDREMTSEIC LY
BB THIE., FOERIIMTH DD,

ALY —Vid, oY — L LEERICYEE PRI TE b0 L Resh s, L, %

B FEREA TR FZEREH ] A {Eb/pn & EiRT 572012 ALY — /L O A RILE 3
LG, OV — NP HBEEEICARINTOD A, FIT Y EE ORI ki
(common general knowledge) O —EFRD LNLNPDONT NN THLILENH S, ZD
RIZOWTE, e D —AZ LI s D,

ALY — VS HBEESRIC B R STV D £ EE O— RO —H8 & fL7g &
A%, B OFEIC» DA ER S, [HEER A (undue burden) | & 13726
RN S D RTREMEN B D, 727 L, AL DMAERL L 7= BB RiZ, AR X BB
&g U CTEFEEMES T SN 2560305, £070, RO FEMEE Al Ao =
T UL TERT L85G, EIOA BRI 72 BIfF  (reasonable expectation of
success) A REH T L0 DAMHEN LY EmL< b & THRIND,

Z DB THAN B T LB 03, Bl ILF X HONLIREE Z TR S
AlphaFold D X 572 Al Y — BRI ENDGEEBZE XD L. FRITEDY — )L O TRKEED
BV E FEGRES N TV DEEITIE, Mk ALY — L O THRFER A AMIC X 2 BR & R%E0fE
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FEMEZ RO LRl S D ATREMER B D, T2 & 2UE, X U R EREA RO GHEMIC ERE 2
3D M Z G35 2 & BB AT T 7o DI B R4 AlphaFold 2 W% Z & T
T OEHEDPZEMRTEE TH D oL, NEBERAH] (IR 5 e &l S5 AlRetk:
WD, —hH T, TERIT X B EEMT O X 5 2P ENKNE L S, s TREZR
Al LRRENDGERD o7, ZTOX DI, ALY — /L ORBIMESLEFMED S S I X
ST, BUREMFICGZDEBIIRELS LD EEZLND,

Q3 AL ZfEH L EEICAI 2 LI EHEET 20250 T
3-1: Al O AP FFFIEHIBTIC B W TEBERKRE 2 R385 46. TOMHE2HRET HREN
gb @ iﬁéﬁ)o

Wiz, EPC (BRMNFFEFSK) 1ITIE, £DO X9 RBREHE L EDTRETH Y THEA,

Al DFERZBIR L7 o T2 B DR IvT 413 50, Bl 2iE. Al OFEHIZ & - THH
FENBEELEERZ L TCWRWZ ENHIAL7Z5E. BHEORTEITEE LY 52 50,

Wk, EPC (BRMNERFSK) Tld, BAFEOHREOEYMEEZEFEAET D Z L1dke<
(EPC HLHI 19(2). J0008/20 &), FAHENEHELRE#EZ L T\ W Z & A FHIZ, KR
INFFRFOHEZ LT 2 Z L Ix T /A, 72720, FE V-V TIERFIVT ¢ BIFE
ToOHEaNHY T, Bl REFEEET (UPC) CEEOFHPT TIL, HHED
BRI T & A B HICHEFFFO S (revocation) ZR©ODH T EMNTEET,

3-2: BUfE, FFFHBEOBIE IR N T, EEROFERIZE SRR T I D Eif]
(Prophetic Examples) & FZREDFEfiEB] (Working Examples) & BAfEIZ XA L Citd 45 =
EDPRDENTWD D, Al OFIHBIERT 5 & EERICFEREZIT > THRWITH 20D
5 EREIT o bOL L THMERSHERL AR — NMEZENRT 5 2 L HINT 2 L 8E
SID D,

EPC O F Tl&, FFaFHBEIC W T HHIRY 722 F ] & FEER O Fhufl 2 il Xnl+ 5 2 &
RO bR THEREA, L, BONREFFREEIE (BECTE28E% THhorR& LD
— %A (OJ EPO 2024, A35) IZfEb7eitiuid e A, TOH, FEENTRIEZ
Fha il 2 B ENCA/EREG & L CRR LIZHBEZ RN T2 Z L3R NRNWEEX LILE
R

RO EMEE B E LT, Ehuflz TR S OMEERNE LTHRT 2 Z L2
SNENTERKB L o TWET, BINFFRFTICE T 2 5MREARS (EPD 13X, 2024 4 11
AIZFFF R OEBIZBI 2 ER AL OIS0 A R4 0 2RITLELL, 2
DA K74 TlL, TEPO B L UW—Frar#etilpr (UPC) & om@fEIckWT, LN
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R AL B L2 2B RTAEBITI, 7L, B8, HElL 48, ¥7137 5
ATV FOFERIZE > TEEMNTONDIHGEITRLS, ERAIOFHICET2H 5955
X, IEWMET. DNIEEDPDINE RS2 D TRITIUIR LRV EEDHNTWVET,

3-3:3-1, 32122V T, AL HMTOESITE, SRR, BRECRIR O LB X H 5
D,

ALOFIRHIZE Y, BARAZRPAZT L L THRETERWEENE L 5 AR H 0 £
T, DFED . AlOFEHIZE > THAANC L Z2BENERDFRD b iveWiEE T, EPC
HAI 1920 X V. EPO IZ%HF O E O IEMEMEZGE L 720 & SR THOE T,
J0008/20 DR TIE, BARANEZFHKIE L L THRE L2V SO KRB TH D &
WS TWET, L7z > T, FEAFEOREIC Al I Z5#T 5 Z &%, EPC 55 81 5
B L OBAI 19D E 272 S 720 & SILTVET,

ZDH, ALERO2—F—%2FFAF L L CRi#i T2 2 & CRFVREBIGTE 2L LT
. FORFFPHERIRBORINC LV ) L 2 D[RS L7 — AN T 5 EE 25
NET, Tt BIZIEKERFEFT (USPTO) ORPL & IXRREYCTF, USPTO TlE, %
BB XA [GERSNTHHORAZTTH L] L EETHZ LRRDODLNET,

ZOREICHT 5121, EPO TAI A2 HHE L L THRETE 2 X 2127 H1EWMIE
0, FEOEHFT T Al FEREHIE L L TRODL LD ICT DIEERERLETTN, £
OAREMEIIMR D TIRWE B X bE T, —FH T, Al ZEH L2 A OF#D £ OfRE T
HIVTFEIAFE L L TRDOLNLMIIHONWT, HIBIOBFENEDL TR H Y £, Z 0
i, A EOBHIPTROHE— R ECEPT (UPC) CTOBEFORBIFREICET 5 HFIZin -
THEDLNDEEZLNET,

BT, ATEIRORERRIC X - T, EPO ~DOEW O SE N HIFIC L DRI E L C
W2 — Z OIS, HAEDWBRNAE TE 2 B LB 2 2 REORIM D RET S
VA7 bREESET, Bz, =37 (third party observations) 7% Al i L~ T
KEITHERL « $2MH S0, FFEFHIES° EPO OBERE A 072 © AIREMERC, HFFE O HFEAIZ I E
REHEEZ DY AN EZONET,

ik BPT (BINFFRFREEL4x) O A K74 R, USPTO @ [TAL Y — /v FHIZES
THHAL A (V7)) Tidk, BEMFIFARK AL 26 H U CTER L7 SCEOR D SA T
BTy I T HREVRHY . EOMEITRM LI NBIOFAZEMER L2 D & F%E Tk
T e b0 S THWET, ZHICkY, EMFICX2B8ER= T Y ORER
HIEBGIE S TnET,

L2l FEFEROLIICHETHRHTE2EHICONWTL, 29 LIZLERIFE
LWz, AL 2T Y O Z B STe O O T 72 xR B BT 72 B FTREME DN &

-156-




DET, BRI REE LT, TALAR T oY 2T 5 Yy —1oEA | TARD
AR LI TE VA DEA | 72 ENEZ HNET,

Q4 : Al ZFEMARNEICHIH L7260, BRADORERAE ZFRET 2EBOREIZONT
4-1: BRAD 723 (B AAOFRKOIREIE, BMBEOT ¥ v OfES) % Al
WZATTL, ZORE. AL LT DR T 256, TOBRRNTHEAE L L
THRETE2WARERH D,

ZAUT EPO TIIIRE SN TWZRWRETH V| £72 EPC O F THIB T& HME T
W, Bk v EPC TIEZHEZE OFRE D IEMNEZ EPO 23FHA LW\ 2 & 23RS
ED LN TNADTZD, ZORIZONTOHWIE EPO OFFESN L ST\ 5,

FEEOFHHFTIZBNTE, ZHUIRROBETH D, Lol REIZITHEIAE ORE
00 BHWERO L~UIZOWTOHFIRSH Y | EROFERZT LIHErEnD,

—IAIIZE X, BRADBIC—RARBEE ATIZATI L, Al SERGEHER D IZHE L T
MO EAER LTS E. ZOBEBRNIEIAE L L TR LRV ATREMED E Y,

4-2: BIRADH B RFEDOREICH T A HRIKR G D720 Al %t 28 S =54,
FOBEKRMNIFOEBROR T, D Al 2> CAIHENT-HORHE LRETE 5 A
BEMED B 25 D,

b EPC O FTHWr T ARETIE RV, F72. &ETZ OFEDBHMEIHE S 3
TEFHNIMER STV, LML, FEV-L T, BPEPEELREREZITo 12854
WZiX, BAFEE L GROLILAAREENRE W EES I BILD,

4-3: FEPORIHIZHEH S Al Z HICHTE £7I3E B L 72O TIETHEWAEIC /Y 272
W,

Zih EPC O FCHBITX 2RI TIEZ2V, L L, seEE&BHPNLZ OREICS
WCHIEZ T L TER D (89. [2023] UKSC 49). Al OFTASEBZ T TIIRAZE & L TGR
BV & LT D,

DOFED AR LRI HRE o (doctrine of accession) | 1 fH &9, H
[CALZHTA - BHEHLTWDZ & HEMICRHAE L1372 570,

Q5 : USPTO IZ X % Al SKEFEW DA A 52 ZIZDNT

2024 472 H 13 HIZ USPTO 23 %K L7z [Al SKRFEHORIEREICHT 204 X
(Guidance on Inventorship for Al-Assisted Inventions) | (23T 5 HAETRED T F U F I,
HRIZOERCHILTIZED L) ICHEM SND7 2 ZOHEALED THEL T ZEWY,
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RO &Y EPO IFFEMFH O E D EMMELHE Lancw, ZhbosF U A
EPO (213 FH S 4720,

BEE T, BAERELZIRET DML SV NTHFAELE T, T, 2007 F£0
BEE e £CHI PR ([2007] UKHL 43) CHENZ 4172 Yeda FlIRIZHES < O TH, fijH
IZF 2, B S ITEEREOFEPAMERICE L. (HR) AThHLEERSINTVE
+

BT, SEEMAMPET (UK IPO) 13 Al SEFEM DOFRAHTRE T 25 E D 7 A
FUoAEFITLTE LT, o, HEOEHTTH Al SHARFNTET 2 FIAETEE O
SNEENTET T —F ISR SN ERIEIH D FHE A, LT o T, BEFORIIETR
EDOIIENR . Al KEFEICHbEH SN D EZE X ONET,

ZORHRICHASE . LIFO 7 — R {2250 USPTO DY & Rk Dfsim 2 A5 2 &
WY EBEZFET, ZORMHEOL &, LITOf@mN THEEND,

r—2Z 1 Ivaryii—>0O K7 A7 7 AL (Remote-Control Car Transaxle)

[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-mechanical.pdf]

5-1: 7Y A1 - Ruth & Morgan (Z7HHFE & L CERO HAL72W,

=

5-2: U A2 - Morgan [3FEHFE & L TERO LR,
=

5-3: 7 U A3 - Ruth & Morgan [3%H#&E & L RROLND,
=

5-4: 7 U A4 - Ruth & Morgan [3¥AFE & L THRDOBNLS,
A s

5-5: v UAS
Al

Maverick 133 B & L TR HAL720)Y,

r— A 2: JEIRHIE (Cancer Treatment Drugs)

[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-chemical.pdf]
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https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-mechanical.pdf
https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-chemical.pdf

5-6: 1 U A 1 - Marisa & Naz [3FHAF & L TERO BN 5D, Raghu & Lauren (F789 H il
QAN
A,

5-6: > F U A 2 - Marisa & Raghu [ZFHFE L L TR OB D, Lauren [T78 D HAL7ZRV,
Eh=2

Q6 : FEHIERIE D

(AiT2)

AR ALIZ, ALICHRFOYEF R GHETHEWO L9 — 7 tan (B 5235 720
RUDIR) B2 LT, 350X ORBH STz, 3 2L bRFTFERIAD S H DT
Hol, TIMHHARANAD 1 DOREZRDY, ZOFEERIAL UCTRFFHBEL XL D &
LTW5, HRANAIL3I D06 1 DZFBIR LML EEZ LTV RN, REEFERD
LTV,

(&)

6-1: HIAANA D NBRLTZ] EZAICHRADTKHAF L 25 L5 RAEKITH -T2 &E X
HNDHD, (ZOMWORIHEE LT, RIZ3 DOXORIREZH I L2 AI2ZHAANB T
HO, 30OnB 1 OEFRLEENDAKAA THo7=H, BHEIZRDDITHAKRANB DI
T, BARANAITREAFIZEI R0V DEEZXD, DFED ., XUDOBREH L7T-ON Al
RONPEARNZONT, EHFRBEDE ZFITIEWNIH D000 7o &) B TOE
M<d,)

PEEOFPEREDEEIZIBNTIL, 2D F U AT PersonA & Al & FBH &1L H2
INLNEEBEZHND,

@&m/%TA IHRT D —MREVZRE R O E, FBIE L L TOER L5 5 hE
IR (72720, ZHUIRIBEORETH D720, HLETHRADRMELE L),
it 3O0DTHA DB 1 DEEIRT D174 H ., NUICEBU LI LB OEEIC
XL TRIBEBEZ LT, BYE L L TOEKZ G35 laetEid gy,

Q7 : ANHD Al DA T HEW (AL 9 21EHR) DA TH D)MW T

(AlT2)

TR D & HIN/ Ny 7 OFFFFHIEN ST, ZORPNE, [l CEERIF N> 7 |
EWVND L TERD S —RAIZEI DN TWERREE | IINy 7 OIREZREDOIIRE LIz Z &
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IZEo TR LT DOTH D, RBEFADII Ny 7 OIRIT, ZOHBERRERIZBNT, A
RS Z ENRTE LR TIERL, IEROBEDT T 77 4 ATIERFRFETRED
DT D,

UL, HFEB AN —fRICRIHATEE & 72 > 72 LLM  (OpenAl £ ChatGPT D X 5 72t D)

MEFELTEY , LLTOEERFLET D,

4. KFEHOHRA XLV HZOKR T, ZOLLMIZ, [Zli CRERII Ny 7] L) T
YT RN LTEE A Iy 7 OJBRE LT, ZOHBEINIZIBIRE Rl—0TEIK
EEte, FRED 3FEBEOMIRNER - KonIhiz,

5. FRETu T REMEANLTE, K - RARINDHINY 7 ORITED B2
(Wb P E U _RFEEED 3 FRENER - FrENnD),

6. ZOLLMB—MRICHHARE L IR o Tff T, ERR 7w o 7 2 EEIC A LIz w
IHEFEIFFMELR, L, Z0OLLM BN —fRICFIHAFEE L oo 28T, 2D
LIMIZ L7 m 7 2 AN LT, EFERFED 3 FEADIRD AR « For S
7o, CWVO ZENFEHENTWD (ZOFERHICERITRNHDET D),

DFEY | MR THRERINI Ny 7] S | TR D — RN N TWiE LY 7 e

TRELTANTDE, WOTHMLT EFLFED 3TEOIZIR (ZOHBEI Iy 7

DGR E BB L b O EETe, FrED 3 EDIR) Z4Em - KT 5 LLM 23, ZOH

FEH BN —BIACFIH ATRE & 72> TuN Tz,

SWx 5L, EFELLM B —RICFIHARE L 72 o 7o RERUT, R0 b — Bz 5T

W T CRERE 2RI Ny 7 ) LW ) BUEE RIS D003y 7 DRk & LT, EREFED

3TIHDIIRZ . HBEEDFVFLIRMEIZR > TNIZEWR D,

LorL, AFEHOMEARNC, EERIC RFiFED 3 EOBIRE Y EE R M1, L)

FHREIT R,

(&)

7-1: ZOHAIZENT, ZOHBINTZINI Ny 7 OBIREELFE LD ZEETe, FFED 3
FIEOIRIL, WODEES TAMIZ/ 272 b D E L THRAIEI W EEZ DD,

(A) EFELLM 23 —#ICHIH ATRE & 72 o T2 Rf A

(B) FEBRZ MZMli CRERII Sy 7| LnwH T a7 he AH L, FFED 3 FEDIIR
AERR « R ST REA,

(C) Zoofth

(B) Thd, 7L, RSN T=T VA U RARICHHARERTE CRR SNTZHE IR
5, Tihhbb, 7arT vEANLENMPARO—BTHD (Thhbb, WMEBREES
B STV M 20T LM BNERFE R A2 NCAR LI-5HETH 5,
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(A) TIE7Z2WEEH : LLM A SNTERERTIEL, FrED 7 v 7 I Eians 2 &
FEEMONTELT, LR -> T, TORRETIIRADONE 25 HHE 5 7827 FIEN
AELZR, D, HBEZENZOFERE S LT BRI IICEETE S LITE R
72\ (Guidelines for Examination G-VI-5),

7-2: WERMEICRDHEGR E LT, LT OB X ITITHONTE 9 50,

(ARSI OIN S 7 OFgHRIE, HEBANZEW T, ARBSEOWS IR TIE AV, HFE
HENZ —MRICFIHTREL 72> TV ERLLLM I K o TEREN D L DICTE 2, Lz
3o T, AR ITHESRIEN Y,

ZOFERIFENIZ ER S TIT 2, EPO OEEMERT 7 2 —F (problem-solution
approach) DOEERFFED—DF, YEFNTATHINAEE - IEH LT L—L I N72%
B L L5 &7 28 (motivation) &5 EHI N ThDH, BIFELTIL, LLM AU
Ry DFPA U EAERTHOIEICHE LTV D & E 2 SN 5 BINOHEIHRE

(teaching) MFIELZRWRY | MEZNZORED T 1 7 N &l iRWEigR & 5 &
FTZ 2TV, LIM I TE TS DR DM 2 AR TE D720, BEBEDFEDHHIO
O LM 2R L, I8y 7 OF VA 255 5 L9 2 HEECEE S AR T/ R
0. ZORERNPLIRICTRIFEER S D L IEF 2720,

FRIOWRPLE LT, R EE G0 M T A7 7V & AR AR KT
T DEBELEET DA V== T T A NBFETDENVIFEEZT T, 747
7 UNORFE DG RBBEIEONR AT DL ERET LI LVRENATHD ] & ERT
LZOLFEICE 72 bDTY, Tk, EHEOXRMAZ RTEm#lE LTI+ T,

=L, EHFORBEICE L L, BENEC SRR S D, RIZII Sy 7 OF ¥ A
VN, B TR MONTMEE RS 27 A v aRitg L) Ly kT e
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2024 Survey Research on the Protection of Inventions in Light of Advancements in Al

Technology Questionnaire

Definitions Used in This Survey:

o "AI" refers to "highly complex information systems in general."

Concerning the protection of inventions created using Al, could you please answer the
following questions about the legal interpretation, application, and practice in your country or

region, along with reasons?

Notes to reader:

- The UK Intellectual Property Office ("UK IPO") has published Guidelines explaining how the UK
IPO examines patent applications for inventions that involve Al (link). They are referred to in places
below.

- The Guidelines set out in section 4 the law regarding patentable subject matter in the context of Al
inventions. Subsequent sections 5-9 set out application of the law in relation to Al inventions. Section
10 addresses the further requirement of sufficiency and how this applies for Al inventions.

- The Guidelines refer to a number of illustrative scenarios, which are set out here: link.

*The UK IPO Guidelines and Scenarios were issued in 2024 and then temporarily suspended while
the UK TPO considered a UK Court of Appeal decision that an Al program (specifically, an artificial
neural network) was not patentable (Comptroller of Patents v Emotional Perception Al Ltd [2024]
EWCA Civ 825). Updated UKIPO Guidelines and Scenarios were then issued on 30 January 2025.

- Taylor Wessing is a law firm and is not engaged in patent prosecution in the UK.

*Overall, UK law in this area is underdeveloped, especially in comparison to the US. This affects our

responses to some questions, and responses to Q6 scenarios particularly.

Q1 : The Impact of Al on Prior Art
1-1: In determining novelty and inventive step, must prior art documents be created by natural

persons?

No, there is no requirement for prior art documents to be created by natural persons. In the UK, the
general rule is that anything made available to the public (whether in the UK or elsewhere) before the

priority date is part of the state of the art. See s2(2) Patents Act 1977 (as amended).
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1-2: Are Al-generated outputs and other works treated differently as prior art documents?

In the UK, there is no reason why Al-generated outputs could not be cited during examination.

- Are Al-generated outputs cited during examination? Are the eligibility requirements for citing Al-

generated outputs different from those for other outputs?

Al-generated outputs are not treated differently to other outputs for the purposes of eligibility as

prior art documents.

* Does the handling of Al-generated prior art vary depending on the degree of human involvement?

No in the UK. We are not aware of any different treatment, rules or guidance on this.

+ Al-generated outputs may include misinformation (e.g., hallucinations). Can such outputs still

qualify as prior art? If so, under what conditions?

Yes, in the UK. Al-generated misinformation can qualify as prior art. However, the assessment of
novelty and inventive step involves the notional person skilled in the art ("PSA") which makes it
unlikely a hallucination would be invalidating prior art. For a piece of prior art to destroy novelty, it
must disclose the claimed invention to the PSA and enable the PSA to do what is claimed. For a piece
of prior art to destroy inventiveness, the step(s) from the prior art to the invention must be obvious,

without hindsight, to the PSA clothed with common general knowledge ("CGK").

Q2 : The Impact of Al on the "Person Skilled in the Art"

2-1: Is the "person skilled in the art" assumed to be a natural person, excluding AI?

Yes, in the UK. The PSA is a legal construct but is conventionally treated as a natural person or
natural team. The PSA is attributed certain qualities. The PSA is an uninventive but skilled
practitioner in the field relevant to the patent, clothed with the CGK at the relevant date. The PSA
may also be a group of people such as a research team.

The CGK is the common knowledge of the skilled person, necessary to the competent performance
of their work. It must also be regarded as a “good basis for further action”. The mere publication of
information in a patent specification or scientific journal does not prove that it is CGK. That said,
CGK is not limited to what the skilled person has memorised and has at the front of their mind. CGK
includes information which the PSA knows exists, and would refer to as a matter of course, but this

does not make anything that may be looked up CGK.

2-2:How has the ability of natural persons to use Al tools affected the current skill level of the "person
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skilled in the art"? What future impacts are anticipated?

The scope of the CGK depends on the field and the relevant date. As Al tools become common in
a field, the CGK of the PSA may include knowledge and use of such Al tools. That may affect what
it would be obvious for the PSA to do at the relevant date in light of a cited piece of prior art.

A time may come when some Al tools are considered part of the CGK of the PSA in particular
fields, with the result that the PSA is attributed that (artificial) intelligence, which may make them

more likely to find things obvious.

2-3: How do examiners evaluate the skill level of the "person skilled in the art" when Al tools are
used?

* Has the use of Al by such persons led to changes in the examiners' assessment of novelty or
inventive step?

* Has this caused changes in responses from applicants or third parties ?

In the UK, we have not seen any evidence of this happening yet. However, Taylor Wessing is a law

firm and is not engaged in patent prosecution.

- What challenges are anticipated as Al technology advances, and how should they be addressed?

One "challenge" is noted in response 2.2 above, but it is not clear that this would be a bad thing or
would need correction. If knowledge and use of an Al tool is part of the CGK in particular field at a
given date, then why not take it into account when assessing obviousness of a claimed invention?

Another "challenge" is that in the UK the named inventor must be a natural person, whereas that is
not the case in some countries such as Saudia Arabia and South Korea. It would be better if the law

and practice converged to a uniform approach over time internationally.

2-4: Does the patent office identify general-purpose Al tools used in specific technical fields?

We have not seen whether the UK IPO has identified general-purpose Al tools (such as ChatGPT)
during examination of patent applications. However, Taylor Wessing is not engaged in patent
prosecution in the UK.

The UK IPO Guidelines and Scenarios address the availability of patents for Al inventions. They
focus on what is likely to be assessed as patentable subject-matter, and what is likely to be considered
excluded subject-matter. The UK IPO Guidelines and Scenarios do not address all the issues in this

questionnaire.

- If identified, do examiners consider the knowledge and use of such tools by "persons skilled in the
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art" in assessing patentability?

See above. If knowledge and use of a general-purpose Al tool is part of the CGK of the PSA, at a
given date, in a particular field, then it should be taken into account during examination of

patentability.

+ Can examiners access and use these Al tools?

We do not know what UK IPO examiners do. Taylor Wessing is not engaged in patent prosecution.

« If not identified, should such tools be identified in the future?

N/A.

2-5: How does the availability of Al tools to the "person skilled in the art" affect the disclosure
requirements? Specifically, do Al tools alter the "reasonable or undue experimentation" requirement?

If so, how does this vary across technical fields, and what are the determining factors?

In this context, we refer you to what is set out in the UK IPO Guidelines and Scenarios. In the UK,
the specification of an application must disclose the invention in a manner which is clear enough and
complete enough for the invention to be performed by the PSA. See s14(3) Patents Act 1977 (as
amended). Patents are invalid for insufficiency if putting them into effect requires undue burden on
the PSA. They may also be insufficient if the patent specification does not enable across the whole
scope of the patent claim.

We give some illustrative examples. A mechanical patent application may disclose attaching an
object by nails but claim attachment by any means. In this mechanical field, the disclosure
requirements in the patent specification may have been satisfied. This is because it may be apparent
to the PSA how to attach by other means, based on CGK and without any further directions.

However, for patents in the life sciences, disclosing one way to do something may not be sufficient
to claim all ways. This is because biological systems are more complex, and the PSA may not be able
extrapolate from the information in the patent specification based on CGK and without any further
directions.

One can speculate that in the future, in a particular field, an Al tool may become part of the CGK,
in which case that Al tool may assist the PSA in extrapolating from the disclosure in the patent
specification.

Note: For a patent application where Al is used to achieve the technical contribution of the claimed
invention, the patent application ought to disclose how the Al tool has been trained and used so that

the PSA can carry out the invention at some later date. These are disclosure requirements that arise
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out of the general sufficiency requirements (see above and s14(3) Patents Act 1977 (as amended)) but

they are particular to Al-related inventions.

Q3 : Disclosing the Use of Al
3-1: Is there an obligation to disclose the use of Al when it plays a critical role in patentability
determinations? Are there penalties for non-disclosure? For instance, if Al's use reveals that the

alleged inventor made no significant contribution, does this affect the recognition of inventorship?

In this context, we refer you to what is set out in the UK IPO Guidelines and Scenarios.In the UK,
there are no specific rules/obligations to disclose the use of Al when it plays a critical role in
patentability determinations and there are no specific penalties. However:

For a patent application where Al is used to achieve the technical contribution of the claimed
invention, the patent application should disclose how the Al tool has been trained and used. That is
to meet general sufficiency obligations (see above).

- As with any patent application (i.e., with or without the use of Al) liability can arise for fraudulent
activity (e.g., fraud by false representation under the Fraud Act 20006).

Though an Al tool may be used in creating an invention, in the UK that does not mean the Al tool

can qualify as an inventor. In the UK, one considers the natural person and what they have done.

3-2: Are patent applications currently required to clearly distinguish between predictive examples
(not based on actual experiments) and working examples? As the use of Al expands, might it lead to
more applications or experiment reports that claim results without actual experiments being

conducted?

In this context, we refer you to what is set out in the UK IPO Guidelines and Scenarios. In the UK,
there are no written rules distinguishing between "predictive examples" and "working examples".
However, a patent may be held invalid for lack of plausibility. This concerns the idea that the
'technical effect’ and claimed invention must have been plausible to the PSA at the time of filing, and
largely relates to what was disclosed in the application as originally filed. A patent application with
broad claims but containing limited experimental data, and mostly predictions, is vulnerable to an
invalidity attack for lack of plausibility.

In the future, use of Al tools may make it easier to make predictions in patent applications. Whether
that makes claimed inventions valid will still depend on what is plausible at the relevant time to the

PSA, in light of the teaching of the patent application and CGK.

3-3: Regarding 3-1 and 3-2, will advancements in Al technology create future challenges, and if so,

-170-




how should they be addressed?

We have noted challenges above in sections 3-1 and 3-2 above. It is submitted that current
principles can accommodate Al technology, but care is required by applicants regarding inclusion of
information in the patent specification regarding the training and use of Al tools. Further decisions

from UK courts and new guidance from the UK IPO may assist in this developing area.

Q4 : Recognizing the Inventor’s Contribution When Using Al
4-1: When a natural person inputs general challenges (e.g., treatment for a known disease, engine
designs for better fuel efficiency) into Al, and the Al generates an output subsequently filed for a

patent, can the natural person still qualify as the inventor?

Unlikely in the UK.For the given example, it would be hard (without more) to show that inputting
general challenges to an Al tool and noting the outputs is non-obvious and patentable. See also our
responses to Q8 (recent legal developments) and Q9 (international trends) below.

Note: In the UK, the inventor is "the devisor of the invention". See s7(4) UK Patents Act 1977 (as
amended). The 'invention' is not defined in the UK Patents Act 1977, but the courts have developed
the idea that one must identify the inventive concept in the patent application and then look to see

who devised that.

4-2: If a natural person designs and trains an Al to solve a specific problem, does their contribution

alone qualify them as the inventor of the invention created using the AI?

Unlikely in the UK. An inventor is the 'devisor of the invention' (see above). Most likely, the
inventive concept is the analysis of the output to make some selection to take forwards. That is not
done by the person who designs and trains the Al tool.

Patent applications may be pursued by applications for methods of training Al tools, but that is not

the question here.

4-3: Can mere ownership or management of the Al used in the creation process qualify a person as

the inventor?

No, in the UK. See the UK Supreme Court's decision regarding an Al system known as DABUS
(Thaler v Comptroller-General of Patents, Designs and Trade Marks [2023] UKSC 49).

QS5 : Guidance from the USPTO on Al-Assisted Inventions
Refer to the February 13, 2024 guidance issued by the USPTO: "Guidance on Inventorship for Al-

Assisted Inventions." How would the inventorship scenarios described in the following examples

-171-




apply to your country or region? Please provide reasons for your responses.

Case 1: Remote-Control Car Transaxle
[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-mechanical.pdf]

5-1: Scenario 1 — Ruth and Morgan are not recognized as inventors.

There are two issues: Inventorship and patentability.

- Inventorship: Ruth and Morgan are natural persons. They could, in theory, be recognised as
inventors.

- Patentability: No patent should be granted in the UK, as there is no non-obvious technical

contribution.

5-2: Scenario 2 — Morgan is not recognized as an inventor.

There are two issues: Inventorship and patentability.

-Inventorship: Morgan is a natural person and could, in theory, be recognised as an inventor.

- Patentability: No patent should be granted in the UK, as there is no non-obvious technical

contribution.

5-3: Scenario 3 — Ruth and Morgan are recognized as inventors.

There are two issues: Inventorship and patentability.

*Inventorship: Ruth and Morgan are natural persons and could, in theory, be recognised as inventors.
- Patentability: A patent may be granted in the UK, naming them both as inventors, on the basis that

their engineering input made a non-obvious technical contribution.

5-4: Scenario 4 — Ruth and Morgan are recognized as inventors.

There are two issues: Inventorship and patentability.

*Inventorship: Ruth and Morgan are natural persons and may be recognised as inventors. In this case,
they should both be named as inventors, as they jointly devised the invention.

- Patentability: A patent may be granted to Ruth and Morgan in the UK, naming them both as

inventors, on the basis that their use of aluminium is a non-obvious technical contribution.
5-5: Scenario 5 — Maverick is not recognized as an inventor.
Maverick should not be recognised as an inventor on a granted patent in the UK.

He is not the devisor of the invention. See our response to Q4.2 above.

Case 2: Cancer Treatment Drugs

[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-chemical.pdf]
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5-6: Scenario 1 — Marisa and Naz are recognized as inventors; Raghu and Lauren are not.
In this context, we refer you to what is set out in the UK IPO Guidelines and Scenarios.
There are two issues: Inventorship and Patent sufficiency.
* Inventorship:
In the UK, Marisa and Naz should both be named as inventors. This is because they are natural
persons and were both "devisors" of parts of the claimed inventions.
Raghu and Lauren should not be named as inventors. This is because they were not "devisors" of
parts of the claimed inventions.
Raghu made arrangement necessary to create the Al output but his work on the output (sorting in
descending order) is trivial.
Lauren trained the AI model and maintains it, but did not devise how it would be used to make the
claimed invention.
« Patent sufficiency:

» To support claim 1 (method using deep neural network) the patent application should disclose
how the Al tool has been trained and used so that the PSA can carry out the invention at some later
date. These are disclosure requirements that arise out of the general sufficiency requirements (see
above and s14(3) Patents Act 1977 (as amended)) but they may prove very onerous in this case, it
may be more attractive to keep such information confidential and proprietary, in which case a decision
may be made to drop the application for claim 1.

* Claim 2 is to a chemical compound (and any pharmaceutically acceptable salt) and the structural
formula is set out. For this claim 2, it would not be burdensome to support the claim, and it would

not be necessary to disclose how the Al toll has been trained and used.

5.7: Scenario 2 — Marisa and Raghu are recognized as inventors; Lauren is not.

Marisa: She should be recognised as an inventor as she devised the invention of claim 3.

Raghu: Possibly yes in the UK. Generally designing, building and training an Al system would not
qualify as 'devising' the invention. However, in this case it may be argued that designing, building
and training the Al system was specific to the claimed invention and significant enough to constitute
devising the invention of claim 3 (an analysis similar to the US).

Lauren: She should not be recognised as inventor, for the same reasons as Q5.6/Scenario 1 above.

Q6 : Inventorship in Selection Scenarios
(Premise)
A generative Al system is instructed with general guidance that could be conceived by any skilled

person at the time (e.g., a design for a pen that does not roll). The Al generates three pen designs, all
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of which appear to be patentable. A natural person, "Person A," selects one of the three designs and
submits it as a patent application without making any modifications or conducting any experimental
verification.

(Question)

6-1: Does the act of "selecting" one of the designs by Person A constitute a contribution significant
enough to qualify them as an inventor?

(As a premise of this question, if the Al that outputted the three pen designs were considered to be
"Person B" and the selector were "Person A," only Person B would be considered the inventor, and
Person A would not. This question seeks to understand whether the criteria for recognizing

inventorship change depending on whether the pen designs were generated by Al or a natural person.)

Yes. In the UK, the above act of selecting by Person A can be the inventive contribution that merits
a patent in the UK and means that Person A is named as inventor.

Note: In this question, there was a limited contribution (selecting one design from three) without
making any modification or making any experimental verification (e.g. of characteristics
distinguishing the design over other existing designs). In the circumstances, when the patent

application is examined for inventive step, it may be found obvious.

Q7 : Public Knowledge of AI-Generated Outputs

(Premise)

A patent application is filed for a uniquely shaped egg carton that solves the well-known challenge
of creating a "cheap and lightweight egg carton." The shape of this egg carton is such that it would
not have been conceived by a human as of the application filing date. Under conventional examination
practices, this invention would qualify for a patent.

However, the following facts come to light:

1. Before the filing date, a publicly available large language model (LLM), similar to OpenAl's
ChatGPT, existed. When prompted after the filing date with "cheap and lightweight egg
carton," the LLLM generated three specific carton designs, one of which matches the design in
the patent application.

2. The output of these three designs is consistent; the same prompt always generates these
specific three designs.

3. There is no evidence that anyone actually inputted this prompt into the LLM before the filing
date. However, it can be proven that, at the time the LLM became publicly available, it could
generate the three specific designs in response to the same prompt. This proof is considered
reliable.

In other words, as of the time when the LLM became publicly available, the three specific egg carton
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designs (including the one matching the patent application) could be generated and made available to
the public by solving the challenge of creating a "cheap and lightweight egg carton."
That said, there is no evidence that any person knew of the three specific designs before the patent

filing date.

(Question)

7-1: In this scenario, at what point should the three specific designs, including the one matching the
patent application, be considered public knowledge?

(A) At the time the LLM became publicly available.

(B) At the time someone actually inputted the prompt and the designs were generated and displayed.
(C) Other.

Answer: (C) Other. It should be at the time someone actually inputted the prompt and the designs
were generated and displayed publicly.
It is not until the prompts are inputted that the design is generated; and it is not until the generated

design is published publicly that it becomes parts of the state of the art / prior art.

7-2: Regarding the inventive step, what do you think about the following argument?
"The egg carton design in this patent was not conceived by a human before the filing date but is
merely an output generated by a pre-existing publicly available LLM. Therefore, the invention lacks

an inventive step."

Disagree. Person A has used a tool (the publicly available LLM) but by their selection and claiming
of a design they have made a technical contribution.
Whether Person A's technical contribution is an "inventive step" depends on whether the step(s)

from the prior art to the invention were obvious, without hindsight, to the PSA clothed with CGK.

Q8 : Latest Developments in Al-Invented Inventions in Your Region
Are there recent developments (since 2024) in your country or region regarding Al-invented

inventions, such as law amendments, guidelines, public consultations, or notable rulings?

As stated above in this questionnaire, the UK IPO Guidelines and scenarios explain how the UK
IPO examines patent applications relating to Al inventions. The updated Guidelines and Scenarios
issued on 30 January 2025 take into account the UK Court of Appeal decision that an "artificial neural
network" ("ANN") was not patentable (Comptroller of Patents v Emotional Perception Al Ltd [2024]
EWCA Civ 825). The Guidelines were previously revised following the High Court decision in this

case, which the Court of Appeal has since overturned.
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Further details on the Emotional Perception case:

oThe UK IPO initially rejected a patent application for the ANN because a "program for a
computer" is prohibited from being patentable by law (section 1(2)(C) of the Patents Act 1977).

oln 2023, the High Court decided that the ANN is patentable (i.e., reversing the UK IPO's initial
decision) because the patent application met the requirement of a "technical effect" and avoided the
"program for a computer" exclusion.

oln 2024, the Court of Appeal, in agreement with the UK IPO's initial decision, overturned the
High Court decision, concluding that the ANN is a computer program and not a technical contribution.
The Court of Appeal judge held that the ANN's outputs were also not a technical contribution. Instead,
they were "aesthetic" and "subjective".

oAn appeal to the UK Supreme Court has been permitted. The hearing is anticipated to take place
in mid-2025 but it is unlikely a decision will be issued before the final quarter of 2025.

- Relevant to IP, but not inventions specifically: Currently, there is an open consultation on
copyright and Al, seeking views on how the UK government can ensure the UK's legal framework
for Al and copyright supports the UK creative industries and Al sector together. The consultation is

running for 10 weeks, closing on 25 February 2025. Link for reference.

Q9 : International Trends Worth Monitoring
Are there notable trends in other countries regarding the protection of Al-created inventions that

should be monitored?

1."AI inventor" case in other countries: The issue of whether Al can be an inventor, specifically
regarding the "DABUS" system, has been considered in other jurisdictions:

- At the end of 2023 the UK Supreme Court (i.e., the highest court in the UK) held that the Al
machine DABUS cannot be named as an inventor. Case reference: Thaler v Comptroller-General of
Patents, Designs and Trade Marks [2023] UKSC 49.

- Similar decisions to the UK were made in Australia, Germany, the European Patent Office, Israel,
New Zealand, South Korea, Taiwan and the United States.

-In contrast, DABUS was held to be an inventor in Saudi Arabia and South Africa.

2.Allowing patents for Al-generated inventions: As part of the DABUS Case, the Federal Court of

Justice in Germany held that DABUS cannot be named as an inventor (as mentioned in point 1 above).
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It was also decided that the Al-generated inventions can be patented.

Q10 : Revolutionary Al Technologies and Their Impact

Are there revolutionary Al technologies that may significantly alter the invention process? How might
they change invention creation, patent systems, or examination practices?

For example, Google DeepMind’s "AlphaFold 3" drastically improves the accuracy of protein

structure prediction.

As discussed in our response to Q2.2, the increasing availability and adoption of of Al tools such
as large language models may affect the CGK and expertise attributed to the notional PSA. See, for
example, Google Research's "Med-PaLM"or Microsoft's "BioGPT".

AlphaFold 3 has been well-publicised. Alternative / competing AI models also exist, for example:
MIT's DiftDock (link), which uses "diffusion models" (similar to what DALL-E 2 and Midjourney
have popularised) to generate potential protein-ligand binding structures to aid with drug discovery;
and, in contrast, lambic's NeuralPLexer3 (link) uses a "deep generative model" in order to achieve
the same goals.

Natural persons who create, own or train Al models generally are unlikely to be recognised as
inventors in the UK. Claims to methods of using such models may be patentable (subject to providing
adequate support in the description) and claims to compounds that have been invented using Al are
patentable (see above).

The UK Supreme Court decision in Emotional Perception may provide useful guidance regarding

patentability of Al-related inventions.
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2024 Survey Research on the Protection of Inventions in Light of Advancements in Al

Technology Questionnaire

Definitions Used in This Survey:

o "AI" refers to "highly complex information systems in general."

Concerning the protection of inventions created using Al, could you please answer the
following questions about the legal interpretation, application, and practice in your country or

region, along with reasons?

Q1 : The Impact of Al on Prior Art
1-1: In determining novelty and inventive step, must prior art documents be created by natural

persons?

Under the EPO practice, prior art is considered as subject matter that has been made available to
the public by a disclosure (oral or written) and thus forms part of the state of the art. Additionally, any
matter explicitly disclaimed (with the exception of disclaimers which exclude unworkable
embodiments) and prior art acknowledged in a document, in so far as explicitly described therein, are
to be regarded as incorporated in the document (EPO Guidelines, G-VI, 1). There is no consideration
about how the disclosure has been created and by whom.

The same considerations apply to the establishment of the “Stand der Technik” under German
patent law (§ 3 (1) S. 2 PatG).

1-2: Are Al-generated outputs and other works treated differently as prior art documents?
- Are Al-generated outputs cited during examination? Are the eligibility requirements for citing Al-
generated outputs different from those for other outputs?
* Does the handling of Al-generated prior art vary depending on the degree of human involvement?
+ Al-generated outputs may include misinformation (e.g., hallucinations). Can such outputs still

qualify as prior art? If so, under what conditions?

Al-generated prior art may not be handled differently than any piece of prior art, as the provenance
of a document and its inventorship are not relevant factors in the prior art assessment. However, a
piece of Al-generated prior art may not be considered valid if its content is not sufficiently disclosed
or blatantly false (in the case of hallucinations).

Subject-matter can only be regarded as having been made available to the public, and therefore as
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comprised in the state of the art pursuant to Art. 54(1) EPC, if the information given is sufficient to
enable the skilled person, at the relevant date and taking into account the common general knowledge
in the field at that time, to practice the technical teaching which is the subject of the disclosure (see
T 26/85, T 206/83 and T 491/99). Where an Al-generated document discloses subject-matter which
is relevant to the novelty and/or inventive step of the claimed invention, the disclosure of that Al-
generated document must be such that the skilled person can reproduce that subject-matter using
common general knowledge (see EPO Guidelines G-VII, 3.1). Subject-matter does not necessarily
belong to the common general knowledge simply because it has been disclosed in the state of the art:
in particular, if the information can only be obtained after a comprehensive search, it cannot be
considered to belong to the common general knowledge and cannot be used to complete the disclosure
(see T 206/83). The applicant therefore has the possibility to argue against the validity of a prior art
Al-generated document during prosecution and develop an argument to show that the content of the

prior art document is factually incorrect or implausible.

Q2 : The Impact of Al on the '""Person Skilled in the Art"

2-1: Is the "person skilled in the art" assumed to be a natural person, excluding AI?

Under the EPO practice, the person skilled in the art should be presumed to be an experienced
practitioner (or a team of practitioners) who has average knowledge and abilities and is aware of what
was common general knowledge in the relevant art concerned at a particular time (average skilled
person). The skilled person should also be presumed to have had access to everything in the state of
the art, in particular the documents cited in the search report, and to have had at his disposal the
normal means and capacity for routine work and experimentation (EPO Guidelines G VII, 3).

The definition of a person skilled in the art (in German: “Fachmann”) is similar under German
patent law (BGH, X ZR 14/16). As a result, the "person skilled in the art" is assumed to be a natural

person (or a team), but it does not include Al.

2-2: How has the ability of natural persons to use Al tools affected the current skill level of the "person

skilled in the art"? What future impacts are anticipated?

Under EPO practice and German patent law, the average person skilled in the art is assumed to
know how to use a computer, it can be a programmer or software engineer, and the person skilled in
the art is also expected to have an understanding of widely available Al technologies. The person

skilled in the art is expected to follow general trends.
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2-3: How do examiners evaluate the skill level of the "person skilled in the art" when Al tools are
used?

* Has the use of Al by such persons led to changes in the examiners' assessment of novelty or
inventive step?

+ Has this caused changes in responses from applicants or third parties ?

Under both German and European law, a person skilled in the art might be assumed to know how to
use general purpose-Al as well as the relevant Al technologies in their respective technical field (for
example AlphaFold in the field of molecular biology).

In order for an invention to be considered novel and inventive, a simple and basic use or application
of a publicly available Al-tool is unlikely to meet the European and German requirements for (at
least) inventive step. In order to demonstrate novelty and inventive step, the invention should disclose
a novel and inventive way (or at least one of the following) for:

generating a training dataset tailored to the specific technical problem,
using a specific Al model or architecture, or

modifying a widely known model architecture,

entering a specific type of input, adapting and

customizing known methods to an unexpected new technical field, etc.

Additionally, German patent law specifies that, to determine an inventive step over the prior art, it
is central to identify if the prior art documents provided a teaching or a motivation for the skilled

person to arrive to a solution falling into the claimed subject-matter.

- What challenges are anticipated as Al technology advances, and how should they be addressed?

As Al technology advances, the main challenges may be considered with regard 1) inventorship,
2) sufficiency of disclosure, and 3) inventive step:

1) Regarding inventorship, as only natural persons can be inventors, contributions of inventors to
the claims should be recorded and documented.

2) Regarding sufficiency of disclosure, details of the applied Al technology should be indicated in
the patent description: e.g., if the training datasets are disclosed in insufficient detail to reproduce the
technical effect over the whole range claimed, such a lack of detail may result in a disclosure that is
more like an invitation to a research program. If the technical effect is dependent on particular
characteristics of the training dataset used, those characteristics that are required to reproduce the
technical effect must be disclosed unless the skilled person can determine them without undue burden
using common general knowledge. However, in general, there is no need to disclose the specific

training dataset itself.

-196-




3) Regarding inventive step, as Al technology advances and becomes more “black box” like, it
may become more challenging to plausibly explain that the AI solution provides a technical
improvement (over the whole range claimed). As such, it becomes more important to provide
evidence and experimental data demonstrating improvements (in similarity to demonstrating

plausibility in the chemistry and biological arts), see for example T 2803/18.

2-4: Does the patent office identify general-purpose Al tools used in specific technical fields?

« If identified, do examiners consider the knowledge and use of such tools by "persons skilled in the
art" in assessing patentability?

+ Can examiners access and use these Al tools?

« If not identified, should such tools be identified in the future?

The EPO or German Patent and Trademark Office may identify a general-purpose Al tool in a
specific technical field and may consider such tools also in the context of assessing patentability.
It is not publicly known whether examiners access and use Al tools, they typically only access

publicly available databases of patent and non-patent documents.

2-5: How does the availability of Al tools to the "person skilled in the art" affect the disclosure
requirements?
+ Specifically, do Al tools alter the "reasonable or undue experimentation" requirement?

* If so, how does this vary across technical fields, and what are the determining factors?

For a patent application to be considered meeting the requirements of Article 83 EPC (sufficiency
of disclosure), the application should contain “sufficient information to allow the person skilled in
the art, using common general knowledge, to perform the invention over the whole area claimed
without undue burden and without needing inventive skill” (EPO Guidelines F-III, 1). This reasoning
is similar for any application related to an Al-based invention: “The technical effect that a machine
learning algorithm achieves may be readily apparent or established by explanations, mathematical
proof, experimental data or the like. While mere allegations are not enough, comprehensive proof is
not required either. If the technical effect is dependent on particular characteristics of the training
dataset used, those characteristics that are required to reproduce the technical effect must be disclosed
unless the skilled person can determine them without undue burden using common general
knowledge. However, in general, there is no need to disclose the specific training dataset itself” (EPO
Guidelines G-II, 3.3.1). A similar expectation regarding sufficiency of disclosure is applicable under

German patent law.
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Q3 : Disclosing the Use of Al
3-1: Is there an obligation to disclose the use of Al when it plays a critical role in patentability
determinations? Are there penalties for non-disclosure? For instance, if Al's use reveals that the

alleged inventor made no significant contribution, does this affect the recognition of inventorship?

In Europe, there is no obligation to disclose the use of Al. Further, the significance of the inventor
contribution generally does not impact its inventorship, as it will be further explained in the following
questions Q4/Q5/Q6. According to European and German patent law, and in the light of the response
given to Q2.5, an application needs to be sufficiently disclosed for the skilled person to be able to
carry out the invention. As a result, not disclosing how the Al is trained and used may result in an

objection pertaining to sufficiently of disclosure during the prosecution of the application.

3-2: Are patent applications currently required to clearly distinguish between predictive examples
(not based on actual experiments) and working examples? As the use of Al expands, might it lead to
more applications or experiment reports that claim results without actual experiments being

conducted?

A patent application should, in general, clearly distinguish between predictive examples, such as
data from simulations, and actual working examples. As the use of Al expands and the Al itself is
often considered by an examiner or the Board of Appeal as a “black box” like tool, data of the
application of the Al tool should be included to provide evidence for a technical improvement.

The G1/19 EPO ruling of the Enlarged Board of Appeal is an important decision in this regard as
it ruled that: “A computer-implemented simulation of a technical system or process that is claimed as
such can, for the purpose of assessing inventive step, solve a technical problem by producing a
technical effect going beyond the simulation’s implementation on a computer” (Headnote 1, G1/19).
As a result, computer-implemented inventions only dealing with predictions which are not linked to
physical reality in any way might not be considered as having technical character under European
patent law, and might not satisfy the requirements of the Inventive Step (Art 56) under European law.

Similar expectations are anticipated under German patent law.

3-3: Regarding 3-1 and 3-2, will advancements in Al technology create future challenges, and if so,

how should they be addressed?

Following T 1510/10, the mere use of machine learning or Al will not be enough by itself to render
an invention patentable. That is, application of conventional machine learning or Al to solve a
problem that is foreseeably solved by such techniques does not seem to be enough to demonstrate a

technical effect, even if the problem that is being solved is technical.
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Q4 : Recognizing the Inventor’s Contribution When Using Al
4-1: When a natural person inputs general challenges (e.g., treatment for a known disease, engine
designs for better fuel efficiency) into Al, and the Al generates an output subsequently filed for a

patent, can the natural person still qualify as the inventor?

It is undisputable that, today, Al is used to support the innovative process. Amongst products that
are reported as having profited from Al solutions are an antenna for NASA, a toothbrush, many
product shapes by way of ‘generative design’, all kinds of drugs, search algorithms or the subject-
matter of the famous DABUS applications.

The patent examination process of an application is, for the most part, indifferent to the way the
invention was made. This also means that for the question whether a claimed invention complies with
the substantive patentability requirements—especially novelty, inventive step and sufficiency of
disclosure—it is immaterial whether and to what degree software support, or even ‘an AI’, was used.

The patent system is generally indifferent as to how an invention has been made and little has been
said by the European courts about what makes a person an inventor. For the time being, the pragmatic
solution remains available to mention the owner of a software system as the inventor, along with any
other person having contributed sufficiently to the invention.

Here, a general response addressing both the European and German patent law might be warranted.
In both jurisdictions, the designation of an inventor is a formal requirement (See definition of Q(11-
5)). The inventor must be a natural person, but their actual contribution to the invention is not assessed
by the EPO or the courts. “The EPO does not verify the accuracy of the information given in the
designation of the inventor but checks whether the designated inventor is a natural person (J 8/20)”
(EPO Guidelines A-II1, 5.3).

A similar procedure occurs under German patent law. Against this background,

4-2: If a natural person designs and trains an Al to solve a specific problem, does their contribution

alone qualify them as the inventor of the invention created using the AI?

The German Federal Court of Justice decided (See Q11, ruling X ZB 5/22) that, in the case of a
technical teaching discovered with the aid of AI:  “a human contribution that significantly influenced
the overall success of the development of the invention was sufficient the status of inventor. The
question of the nature or intensity of the human contribution required to justify such an attribution is
not decisive” (https://www.hoffmanneitle.com/news/quarterly/he-quarterly-2024-12.pdf#page=2).
Therefore, designing and training an Al to solve a specific problem is enough to be designed as an

inventor, which is also the case under European patent law.
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4-3: Can mere ownership or management of the Al used in the creation process qualify a person as

the inventor?

According to the XZB 5/22 ruling of the German Federal Court of Justice, ownership or
management of an Al can be enough to qualify a person as an inventor: “In particular, it is not
necessary to conclusively determine whether the position as manufacturer, owner, or possessor of
such a system is sufficient or whether actions more closely connected with the technical teaching

found are required” (page 9, Par. (1), lines 36-38).

Q5 : Guidance from the USPTO on Al-Assisted Inventions
Refer to the February 13, 2024 guidance issued by the USPTO: "Guidance on Inventorship for Al-
Assisted Inventions." How would the inventorship scenarios described in the following examples

apply to your country or region? Please provide reasons for your responses.

Case 1: Remote-Control Car Transaxle
[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-mechanical.pdf]
5-1: Scenario 1 — Ruth and Morgan are not recognized as inventors.

5-2: Scenario 2 — Morgan is not recognized as an inventor.

5-3: Scenario 3 — Ruth and Morgan are recognized as inventors.

5-4: Scenario 4 — Ruth and Morgan are recognized as inventors.

5-5: Scenario 5 — Maverick is not recognized as an inventor.

Case 2: Cancer Treatment Drugs
[https://www.uspto.gov/sites/default/files/documents/ai-inventorship-guidance-chemical.pdf]

5-6: Scenario 1 — Marisa and Naz are recognized as inventors; Raghu and Lauren are not.

5-7: Scenario 2 — Marisa and Raghu are recognized as inventors; Lauren is not.

Following the response to Q4, under both European and German patent law, the designation of an
inventor is a formal requirement (See definition of Q11-5). The inventor must be a natural person and
their actual contribution to the invention is not assessed by the European or German Patent Office or

the European courts.

Q6 : Inventorship in Selection Scenarios
(Premise)
A generative Al system is instructed with general guidance that could be conceived by any skilled

person at the time (e.g., a design for a pen that does not roll). The Al generates three pen designs, all
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of which appear to be patentable. A natural person, "Person A," selects one of the three designs and
submits it as a patent application without making any modifications or conducting any experimental

verification.

(Question)

6-1: Does the act of "selecting" one of the designs by Person A constitute a contribution significant
enough to qualify them as an inventor?

(As a premise of this question, if the Al that outputted the three pen designs were considered to be
"Person B" and the selector were "Person A," only Person B would be considered the inventor, and
Person A would not. This question seeks to understand whether the criteria for recognizing

inventorship change depending on whether the pen designs were generated by Al or a natural person.)

Similar to the responses to Q4 and Q5, the designation of an inventor is a formal requirement under
European and German law, and their actual contribution to the invention is not assessed by the

European or German Patent Office or the European courts.

Q7 : Public Knowledge of AI-Generated Outputs

(Premise)

A patent application is filed for a uniquely shaped egg carton that solves the well-known challenge
of creating a "cheap and lightweight egg carton." The shape of this egg carton is such that it would
not have been conceived by a human as of the application filing date. Under conventional examination
practices, this invention would qualify for a patent.

However, the following facts come to light:

(1) Before the filing date, a publicly available large language model (LLM), similar to OpenAl's
ChatGPT, existed. When prompted after the filing date with "cheap and lightweight egg carton," the
LLM generated three specific carton designs, one of which matches the design in the patent
application.

(2 ) The output of these three designs is consistent; the same prompt always generates these specific
three designs.

(3) There is no evidence that anyone actually inputted this prompt into the LLM before the filing
date. However, it can be proven that, at the time the LLM became publicly available, it could generate
the three specific designs in response to the same prompt. This proof is considered reliable.

In other words, as of the time when the LLM became publicly available, the three specific egg carton
designs (including the one matching the patent application) could be generated and made available to
the public by solving the challenge of creating a "cheap and lightweight egg carton."

That said, there is no evidence that any person knew of the three specific designs before the patent
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filing date.

(Question)

7-1: In this scenario, at what point should the three specific designs, including the one matching the
patent application, be considered public knowledge?

(A) At the time the LLM became publicly available.

(B) At the time someone actually inputted the prompt and the designs were generated and displayed.
(C) Other.

Such a kind of question has not been asked in practice to the best of our knowledge. The most
likely response is the 7-1(B). Indeed, according to European and German patent law, prior art must
be made available to the public in either written or oral form, meaning that it has to be expressed via
a concrete medium. If 7-1(A) were to be true, it would therefore mean that every potential output of
a publicly accessible LLM is automatically considered contemporary public knowledge, which is not

an assumption held under European and German patent law.

7-2: Regarding the inventive step, what do you think about the following argument?
"The egg carton design in this patent was not conceived by a human before the filing date but is
merely an output generated by a pre-existing publicly available LLM. Therefore, the invention lacks

an inventive step."

The origin of the egg carton is likely to be irrelevant. If the egg carton is an egg carton that has a
specific property that solves a technical problem, then the egg carton may also have an inventive step.

In part, the improved egg carton may also be attributed by a specific prompt input into the LLM.

Q8 : Latest Developments in Al-Invented Inventions in Your Region
Are there recent developments (since 2024) in your country or region regarding Al-invented

inventions, such as law amendments, guidelines, public consultations, or notable rulings?

As mentioned further in Q11 of this questionnaire, the most notable ruling that recently occurred
in Germany was the judgment of the German Federal Court of Justice (Case No.: X ZB 5/22, Date:
June 11, 2024). Regarding the EPO, the most relevant decision was G1/19 EPO. In addition, there are
frequent updates to the EPO Guidelines, most notably in G-II, 3.3.1 and F-III, 3.

Q9 : International Trends Worth Monitoring
Are there notable trends in other countries regarding the protection of Al-created inventions that

should be monitored?
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The most notable trends regarding the protection of Al-created inventions relate to Section 101
issues at the USPTO and the significant contribution requirements for a human inventor for each

claim according to US patent law.

Q10 : Revolutionary Al Technologies and Their Impact

Are there revolutionary Al technologies that may significantly alter the invention process? How might
they change invention creation, patent systems, or examination practices?

For example, Google DeepMind’s "AlphaFold 3" drastically improves the accuracy of protein

structure prediction.

Some examples of notable Al-powered tools that might alter the invention process are:

* In the field of biochemistry, Insilico and Atomwise are companies whose business model is based
on Al-driven drug discovery. Their Al models are claimed to predict, in part even without human
contribution, how drugs might interact with biological targets, which accelerates the drug selecting
and testing process.

« Iprova, which generates novel combinations of existing technologies from patents and academic
papers.

* PatSnap or Derwent Innovation, which use Al to analyze patent fields and can allow inventors to

identify gaps in technologies and new trends in technology development.

Q11 : Judgment of the German Federal Court of Justice (Case No.: X ZB 5/22, Date: June 11,
2024) Regarding the content of this judgment, please confirm whether the following understandings

are correct:

11-1: Under Section 37(1) of the German Patent Act, the term "inventor" refers exclusively to natural

persons, and a system equipped with Al cannot be designated as an inventor.

This is correct. While this distinction is not explicitly specified in the section 37(1) of the German
Patent Act, the ZB 5/22 decision of the German Federal Court specifies the meaning of inventor:
“Only a natural person can be an inventor within the meaning of Section 37 (1) PatG. A machine
system consisting of hardware or software cannot be designated as an inventor even if it has artificial

intelligence functions”. It excludes the possibility of Al being designated as an inventor.

11-2: The fact that a system equipped with Al substantially contributed to the discovery of the claimed

technical teaching does not negate the existence of a natural person as the inventor.
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11-3: Indicating in the inventor field of the patent specification that the invention was generated by
Al does not satisfy the requirements for an inventor under Section 37(1) of the German Patent Act.

11-4: Adding information that the invention was generated by Al to the name of a natural person in
the inventor field does not negate compliance with the procedural requirements ("formal

requirements") for designating the inventor in patent application documents.

The understanding of 11-2 to 11-4 is correct and follows the judgment of X ZB 5/22.

11-5: The judgment does not address the substantive requirements ("substantive requirements") for
inventorship.

Reference:

- Substantive requirements: Pertaining to whether the inventor made a creative contribution to the
invention.

- Formal requirements: Procedural rules to be followed when designating the inventor in patent

application documents.

This is correct, the judgment does not establish a rule regarding what is considered “creative
contribution to the invention”. In Germany, private companies are invited to follow guidelines named
“Arbeitnehmererfindungen”, which specify how important and decisive a contribution to the
invention by an inventor is, and how much the inventor should be financially compensated for their

contribution.

11-6: I The judgment does not suggest the possibility of acquiring rights for inventions generated by

Al without the involvement of a natural person.

According to this decision of the Federal Court, there is no empirical evidence that an Al-system
is currently able to search for technical solutions on its own, without any type of human influence:
“According to current scientific knowledge, there is no such thing as a system that searches for a
technical teaching without any human preparation or influence”. Therefore, a natural person must

always be involved in an invention generated by Al

11-7: How has this judgment been received domestically within Germany?

This judgment was generally an expected result without much surprise. This is also evidenced by

the fact that the decision was also handed down without an oral hearing.

11-8: Considering this judgment, is it possible in Germany to obtain a patent by formally listing a

natural person in the inventor field even when the natural person made only a minimal contribution

-204-




to the invention—such as merely inputting a general prompt (e.g., asking an Al system to find a
treatment for a known disease) into the Al system, and the Al significantly contributed to the invention

creation in ways that would not traditionally qualify the natural person as an inventor?

This is correct, the designation of the inventor in Germany is a formal requirement (See Q11-5)
and does not address the issue of creative contribution made by the designated inventor, which must

be a natural person.
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